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STATEMENT REQUIRED BY FED. R. APP. P. 35(5)&1)

The'panelhdeCision conflicts with the Supreme Court's
decision in Eldred v. Ashcroft, 537 U.S. 186 (2003) .
Consideration by the full Court is therefore necessary to secure
and’maintain ﬁniformity of the Court's decisions,

In addition, this case involves the following question of
exceptional importance:

' Whether Section 514 of the Uruguay Round Agreements Act
("URAA") , Pub. L. No. 103-465, 108 Stat4.4809, 4976-4981
(codified as amended at 17 U.S.C. §§ 104A, 109(a) (1994)), which
offers copyright protection to a limited number of foreign works
that had been in the public domain, alters "the traditional
contours of copyright protection" for purposes of First_Amendment
scrutiny, within the meaning of Eldrea.

The panel'e resolution_of the‘iatter questioh is in tension -
With the ruling and,reasohing of the Ninth Circuit in Kahle V:
Gonzales, 487 F.3d 697 (9th.Cir.»2007), pet.'for cert. pending.

, ‘ STATEMENT .

1. Section-514 of the URAA! partially,implemehts a'major..

copyright treaty, the Berne Convehtionvfor the érotection of"

Literary and Artistic:Worké ("Berne Convention"), by grahting

1 The URAA was the 1mplement1ng legislation for the General
Agreement on Tariffs and Trade 1994 ("GATT"™), which established .
the World Trade Organization ("WTO").. Title V of the Act

‘implements the Agreement on Trade- Related Aspects of Intellectual

Property Rights, which requires WTO members, inter alia, to
comply with Article 18 of the Berne Convention See S. Rep. No.
103-412, at 225 (1994). . E o '



protection to foreign works whose copyright terms had not yet
expired in their countries of origin. In doing so, a limited
number'of works were removed from the public domain. Article 18

of the Berne Convention requires that member nations provide

copyright protections to certain unprotected foreign works whose

copyright terms have not Yet expired in their countries of
origin.v Such works may have lacked protection in the United
States due te a 1ack of national eligibility, the absence of .
subject-mattef protectien, er a failure to abide by formalities:
of U.S. law, such ae affixing a cepyright notice or filing a
timely renewal application. These eopyright formalities have
since been repealed, and are no longer required-of any author.

See Copyright Renewal Act of 1992, Pub. L. No. 102-307, §

102(a) (2) (A) (ii), 106 Stat. 264 (1992) (providing for automatic

renewal of copyright term) ; Berne Convention Implementation Act

ofbl988 Pub. L, No. 100-568, § 7, 102 Stat. 2853 (1988)
(ellmlnatlng requlrement that copyright notice be afflxed to

work) - The URAA thus grants protectlon to works of forelgn

authors prev1ously 1ne1191b1e for protectlon or unfamlllar w1th

the technlcalltles of Amerlcan law.

Under Sectlon 514 of the URAA (COdlfled as amended at 17

U.s. C.'§ 104A), copyrlght may be granted to works that (1)

remain protected under the 1aw of the country.where the wdrk.was

originally publiehed or created; (2’ were denied copyright



~ protection in the United States due to a lack of national

eligibility, failure to comply with statutory formalities, or (in
the case of certain sound recordings) lack of: prior subject-
matter proteCtiQn; and (3) are still within the remainder of the

copyright term they would ordinarily have enjoyed if created or

published in the United States. See 17 U.S.C. § 104A(a), (h)(6).

Section 514 does not extend the term of a copyright; rather,
copyrights granted undef the URAA expife on the.same daylthat
they would have had the work nad been protected since iﬁs |
creation.? Id. at § 104A(a).

2. a. In this acfion, plaintiffs inter alia challenged
Section 514 of the URAA”on First Amendment free speech grounds.?

The district court rejected plaintiffs' argument. Golan v.

Gonzales, 2005 WL 914754, *16-17 (D. Colo. April 20, 2005).

2 Congress also provided in the URAA for the protection of
partles who had made use of forelgn works before the copyrights
in those works were granted These "reliance parties" are given
immunity for any.act, done prior to the time copyright was

.conferred on the work, that would otherw1se have constituted

infringement. 17 U.S.C..§ 104A(d)(1)-(2). Copyright holders
must notlfy reliance parties of their intent to enforce a' URAA-
granted copyright, id. § 104A(d)(2)(A)—(B), give reliance parties

~a year to use or sell copies of a URAA- copyrlghted work already
"in existence at the time of the notice, id.; and allow reliance

partles, in exchange for reasocnable compensatlon, to continue to
exploit derivative works created prior to enactment of the URAA
§ 104A(d) (2) (B), (d) (3).

3 Plaintiffs also ralsed a Copyrlght Clause challenge to
Section 514 of the URAA, as well as a constitutional challenge to
the Sonny Bono Copyrlght Term Extension Act of 1998. The

‘dlstrlct court rejected those challenges, and the panel afflrmed

3
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b. On appeal, a panel of this Court (Henry, Briscoe,
Lucerd, JJ.) vacated théAdistrict cburt's FirstrAmendment ruling
and remanded for further proceedings. The panel stated that "we
hold that plaintiffs have shqwn sufficient free expression
interests in works removed from the public domain to reqﬁiré
First Amendment scrutiny of §V514." Slip op. 4-5. Specifically,

the panel invoked what it called "the bedrock principle of

- copyright law that works in the public domain remain there and:

conclude [d] that § 514 alters the traditional contours of

copyright by deviating from this principle." Id. at 16-17. The

- panel further held that "copyright's two built-in free speech

safeguards -- the ideé/expression.dichotomy and the fair use
défense -- do not adequétely prbtect the First Amendment
interesté,"'and that "the URAA does not adopt supplemental f;ée
speech safeguards.ﬁ Id..at 17. |

The panél~stated that ﬁ[t]he history of Amefican cbpYrighﬁ
law reveals no tradition of copYrightinj works.in the public

domain." Id. at 22, After analyzing the historical record (id.

. at 22-27), it found "no tradition of removing works from the.'

public domain," and that, "if anything, our examination of the

"history of American copyright law reveals that removal was the

'exception rather than -the rﬁle." Id; at 27. Thus, it ¢oncluded

that "by extending a limited monopoly to expressions historically
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"beyond the pale of such priVileges( the URAA transformed the

ordinary process of copyright protection ... J" Id.
ACcordingly, the'panel held that "under both the functional

and historical compdnents of our inquiry, '§ 514 has altered the

traditiphal contours of copyright pfotection." Id. The panel

next "conclude[d] that once the works at issue became free for

- anyone to copy, plaintiffs in this case had vested First_

Amendment interests in the expressions, and § 514's interference

with plaintiffs' rights is subject to First Amendment scrutiny.™

.Id. at 31. Finally, the panel held that "the idea/expression

dichotomy and the fair use defense are not designed to combat the

threat to free expression posed by § 514's removal of works from

" the public domain" (id. at 31), and that the URAA, unlike the

statute upheld in Eldréd v. Ashcroft, 537 U.S. 186 (2003), "does

not supplement the traditional First Amendment safeguards." = Id.

at 34. The panel therefore remanded the case for further First

Amendment scrutiny..
REASQNs wa_THE PETITION SHOULD BE GRANTED
The panel's opinion élearly meets the criteria of Fed. R.
App. P. 35(b)(ijrfor en banc réview; inasmuch as it Cohfiicts

with the Supreme Court's decision in Eldred. It also raises a

questioh'of exceptionai importance‘withih the meaning of Fed. R.

App. P. 35(b) (1), to wit, whether Section 514 of the URAA, which

removes a limited number of works from the public domain,.alters
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the "traditional contours of copyright protection," for purposes
of First Amendment scrutiny,'within the meaning of Eldred.
As the Supreme Court has'recognized; "the Framers intended
copyright‘itself‘to be the engine of free expression," by
””””” "suppl[yiné] the economic incentive to Create'and:disseminate
b idees." Harper & Row Publishers, Inc; v. Nation Enters., 471
U.S. 539, 558 (1985). Thns, as the Court held only recently in
N Eldred, "eepyright law contains built-in»FirSt Amendment
accommodations." 537 ﬁ.s. at 215. Given these aceemmodations,
its "limited monopolies are.conpatible‘with free speech
principles." Id. The Eldred Court therefore "reject [ed]
L petitioners' plea for imposition.of uncommonly strict -scrutiny on
a copyright scheme thatnincorperates its own SpeeCh%protectiVe
purposes and safeguards." Id. at 218-19.
hhhhh As described‘in Eidred cepyright's‘First Amendment
- safeguards are twofold Flrst the law "distinguishes between
e ideas and expre881on and makes only the latter ellglble for
copyright protection." Id. The copyrights in forelgn works
granted by the URAA, like domestic copyrlghts, do not extend to
Lo 1deas per se, but serve. only to "protect[] authors' orlglnal
expression [of such ideas] from unrestrictedAexp101tatlen." Id.
at - 221. As the Courtdstated in Harper & Row, the

"idea/expression dichotomy ‘'strikel[s] a definitional balance

““““““ between}the‘FirSt Amendment and the Copyright Act‘by permitting



free cqmmunication of facts while still protecting an author's

expreséion.f" 471 U.S. at 556 (internal citation omittéd).
Second, and relatedly, copyright laW~§rovides an‘eXception

for fair ﬁse, which "alléws the public to use not only‘facts and

ideas contained in a copyrighted work, but also expression itself

in certain circumstances." Eldred, 537 U.S. at 219. Under 17

U.S.C. § 107, the exclusive rights guarantéed by copyright do ndtv

include "fair use . .. . for purposes such as criticism, comment,

news reporting, teaching (including multiple copies for classroom

use) , schdlarship, or research." The fair use exception "affords
'coﬁsidérable 'latitude for scholarship énd cémment,' . . . and
.even for parody." 'Eldred,‘537-U;§. at 219-20 (ihternél citations
'Omitted). The féir use exceptioﬁ safeguards the public /

discussion and debate inspired by copyrighted works,'whilei
prohibiting the wholesale infringement of such works: See Harper
& Row, 471 U.S. at 563.

The Court in Eldred described the idea/expression dichotomy

‘and the doctrine of fair use as the two "traditional First

Amendment safeguards" at work in the copyright law. 537 U.S. at

220. It further noted that the protection of_expressioh through

-copyright "does not raise the free speech concerns present when

thebgovernment .o ._burdens the communication. of particular
facts or ideas. The First Amendment seCurely pfoteCts the

freedom to make . . . one's own speech; it bears less heavily
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when speakers assert the right to make other people's speeches."
Id. at 221.° ThevCourt therefore concluded that, tb the extent
that copyright protections "raise First Amendment qoncerns;
copyright's built-in free speech safeguards are generally
adequate to addreSs them," id. -- unmistakably referring to the
"traditiénal First Amendment safeguards" if had described two
éaragréphs earlier. .Id. ét 220. 1In this context, while the
Cburt acknowledéed that copyrightsimay not be'"'categorically
immune'frém challeﬁges under the First Aﬁendment,;" id. at 221

(citation omitted) -- i.e., the mere label of "copyright, "

applied without regard to fair use or the idea/expression

distinction, would not immunize a’'statute from First Amendment
review -- it held that "when, as in this case, Congfess has‘hot
altered the traditional contours of éopyright proteCtion,.further
First,Amendment,scrﬁtiny is unnécessary.“ Id.

Section 514 of the URAA leaves these two traditional =

-safeguards of First Amendment interests intact; the copyrights

granted to foreign authors are coextensive with those enjoyed by
American authors. They last for precisely the same term, expire

on precisely the same day, offer precisely the same protedtions

* Indeed, Eldred stressed that copyright protection also

_serves First Amendment values, as its purpose is "to promote the
.creation and publication of free expression." Id. at 219. The

power to restrict others' exploitation of a work, including
creating derivative works, similarly. protects a First Amendment
interest not to speak. See Harper & Row, 471 U.S. at 559-60.

8
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against others' exploitation, and include~precisé1y the same
excéptioné for pure ideas and fair use. The "built-in free
speech éafeguards" of copyright law,‘id., are thus preserved.
Plaintiffs neither make use of facts or pure ideas, nor
engage in fair use. Their prop08ed actiono would constitute

gardén variety copyright infringement, receive no First Amendment

protection. Compare Harper & Row, 471'U.S. at 558 ("The public

interest in the free flow of information is assured by the law's

‘refusal to recognize a valid copyright in facts. The fair use

doctrine is not a license for corporate theft . . . .").

Tho only difference between American works and foreign works
granfed copyright protection by the URAA is that the'latter,have
>gonevonprotected,for much'or all of their.existénce, at the“
expense of their foreign authors. URAA-copyrighted works thUS-by~ |
definition enjoy a oonsiderabiy shorter span of copyright
protectionlthan their American counterpart;s;5

The’panel, however; has rejected this straightforward
analysis of Eldréd.. The panel doés'notfdirectly‘take issue_with'
Eldred's holdingithat when . . . Congress-has not aitereduthe
traditional con;ours of oopyright protection, fﬁrther First

Amendment scrutiny is unnecessary." . 537 U.S. at 221. On the

> The panel apparently did not focus on the fact that many

if not most of these works never had the chance to pass through

the traditional copyright "sequence" of progressing "from 1)
creation; 2) to copyright; 3) to the public domain." Slip op.
20. - - _ o - !

/
t
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panei's alternative reading,.however, the phrase "the traditional
contours of copyright proteétion" does not refer solely-to.the
QM "traditional First Ameﬁdment.safegﬁards," ;Q; at 220, discussed
.fOr the previous three pages of the‘Eldred opinion.vglnstead, the
panel maintéinS'in effeCt.fhatfthe six-word ?ﬂ;ase set out a new,
EM unexplicated standard_—— never beforevarticﬁlated in the Court's
jufisp?udence -- contempléting First Amendment feview ifa
copyfight statute "deviates from [a] timé-honoreavtraditioh,"
slip bp, 27, even if that "time-honored tradition" has’admittedly
o been breached by Cohgress on numerous occasions over the
- centuries. Such a standard is entirely alien to the context and
B reasoning_of'Eldred, as well as to First‘Amendment doctrine.

;n éontext, it is unmistakably clear that "the traditional
— : contours of copyrightlprotection" referred to in Eldrédzcompriéé
the idea/eXpression'diéhotomy and the doctrine of fair use._ 

These are the "traditional First Amendment safeguards," Eldfed,f_

537 U.S. at 220, and the "built-in First Amendment accommoda-

-  tions," id. at 219, that the Eldred Court took great care to

,,,,,,,,,,

‘describe. These are the exceptions that render the "limited
'monopolies" of copyright "compatible with free speech
principles." Id. Thesé are also the factors described in Harper

& Row,Awhich.the Court specifically cited as authority with

regard to ﬂthe‘traditional contours-of copyright protection,"

See Eldred, 537 U.S. at 221; Harper & Row, 471 U.S. at 560.

10
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‘The Court's reference in Eldred to "the traditional contours
of copyright protection" thus did not create a new standard, but
merely repeated prior law, which holds that the idea/expression
dichotomy and theydOctrine of fair use ensure the consistency of
private copyright enforcement with the Firsthmendment,: This
sensible interpretation is also the only one consistent with the
structure of the FEldred opinion. Although the Eldred Court
certainly considered copyright'term extensions,to.be consistent
with past practice, 537 U.S. at 200—204; it did not dispose of

the First Amendment question on those grounds. Instead, the

Court discussed at length the unique features of copyright law

vthat protect First Amendment values. The Court simply did not

suggest, let,alOne hold, that "deviat[ionJ from [a] time-honored
tradition," slip o§.127, is the basis for a First Amendment
inquiry into a copyright statute. Nor do Congress's broad__'
constitutionai chyright poWers,somehow atrophy if unused;

The panel has;not identified a single court that has

interpreted the First Amendment in this fashion. Compare, e.g.;

Suntrust Bank v. Houghton Mifflin Co., 268 F.3d 1257, 1264-65

(11th Cir. 2001) (mentioning the "First Amendment protections

5

1nterwoven into copyright law" and exp11c1tly describing them to

 be "the fair use factors" and the "idea/expre881on dichotomy")

And all other courts ‘since Eldred have agreed w1th this

enumeration, ‘and have squarely rejected the type of analysis

11



- employed by the panel. See Luck's Music Library, Inc. v.
Ashcroft, 321 F. Supp. 2d 107, 119 (D.D.C; 2004) (holding that
‘‘‘‘‘‘‘ "Congress has not altered the traditional contours of copyright
protection," because the URAA "does not alter'First Amendment

accommodations such as the idea/expression dichotomy or the fair-

use doctrine."), aff'd on other grounds, 407 F.3d 1262 (D.C. Cir.

2005);kKahle v. Ashcroft, 2004 WL 2663157 (N.D. Cal. 2004),
aff'd, 487 F.3d 697 (9th Cir. 2007), pet. for cert. pending.

The panel's proposed standard would be inconsistent with
established First Amendment doctrine and impossible to
administer. Mere "deviat[ion]" froﬁ past copyright practice is
o entirely irrelevant to Firsﬁ Amendment values. The elimination

in 1988 of the requirement to affix a copyright notice surely
departed in some sensé from traditional copyright protection
» (which had long required notice), but manifestly would not have
required First Amendment scrutiny. What matters for First
Amendmentzanalysis is whéther copyright's traditional First
Amendment safeguards -- fair use.and the idea/expression
- dichotomy -- have been a}tered, creating Qbstacles to others' use
of copyrighted material in the coﬁrse of making their own speech.
This is why the Court in Eldred referred to "the traditional
contours of copyright protection," 537 U.S. at 221 (emphasis
added) ; see also Kahle, 2004 WL 2663157, *17 ("The conCépts of

copyright law that the Supreme Court suggests fall within those

12
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contours -- the idea/expression dichotomy ahd the fair use
exception -- each relate to the scope of copyright proteCtion.").
Applied to cases beyond abandonment or alteration of the two
traditioﬁal First Amondment safeguards recognized in copyright |
law, the panel's standard would be incompatible with customary
modes of First Amendment reﬁiew. Such anvapproaoh woﬁld quickly
mire the courts in questions they were not meént to face.® The
logic of the panel's holding is thét everyitimevCongreSSomakes a
formal or substantive change to the "traditional" copyright
scheme (such as eliminating renewal formalities and extending the
copyright term, theroby creating an "opt-out” éystem -- thoovery
ohanges upheld by the Ninth Circuit in Kahle,'supra), it has .

"altered the traditional contours of copyright protection," and

~ the First Amendment is therefore implicated. This approach is

both inconsistent with-Eldred'and unworkable. Rgther than
transform every change in copyright law into a sepaiaﬁe First
Amendment question, the Supreme. Court hés iecognized the bfoad
discretion of Congress -- subject oniy to the requirements of_the

CopYright,Clause, the idea/expression dichotomy and the fair use.

¢ The panel itself may have becomé mired in one such
question: whether the URAA's protection of "reliance parties" who
had been exploiting these works prior to the ‘'URAA amendments ,
offered the kind of breathing space that the Supreme Court noted

in passing that the CTEA had offered with its provisions for

libraries, archives, small businesses and restaurants. - The:
panel's conclusion that the URAA's reliance party prov151on
compares unfavorably with the CTEA provisions in Eldred is far
from obvious in light of the modest nature of those provisions.

13
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doctrine -- to determine which works will be copyrighted, who
will receive copyright protection, and when copyright terms will
expire. This is the only approach to First Amendment review |
consistent with the grant of power.in the Copyright Clause, and
it forecloses_application of the panel's amorphous new standard.
Flnally, the panel's decision rests upon a fundamental mis-

understandlng of Eldred, the history of Amerlcan copyright law,
and the "traditional'contours of copyright protection."” SinCe

1790, Congress has repeatedly'granted protection to works

previously in the public domain, in both private bills and

generally applicable legislation. See slip op. 25-27; Luck's

Music Library, Inc., 321 F. Supp. 2d at 115, 119 (rejecting First
Amendment "traditional contours of copyright challenge to § 5i4),
aff’d on other grounds, 407 F.3d at 1265-66 (rejecting Copyright
Clause.challengepto § 514.and reCognizing history of withdrawal
of works from the‘public doﬁain). There is thus nothing”
approaching an.ironciad rnle or "tradition" against doing so.
Sectlon 514 of the URAA is entlrely consistent with this hlstory[
to which the panel gives short shrift. The panel's opinion

creates a great danger: that all changes to copyright law that

‘affect what is or is not protected are subject to First Amendment

scrutiny.

It is certainly true that what goes into the public domain

‘generally stays there. Over the last two~p1us:centuries,

14



however, Congress has enacted enough exceptions to this general

rule that it simply cannot be gsaid that § 514 of the URAA "alters

the-traditional contours of copyright protection."

The many

statutes'allowing for removal of works from the publicvdomaiﬁ

militate against such a conclusion -- indeed, these statutes

themselves form part of "the traditional contours of copyright

protection." And neither‘the cases cited by the panel (slip op.

28) nor any other cases we are aware of hOld'that works may never

be withdrawn from the public domain.

Pace the panel, copyright

law rests upon no such "bedrock principle" (id. at 16, 27).

CONCLUSION

For the foregoing reasons,

this petition should be granted.:
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PETER D. KEISLER

Assistant Attorney General

TROY A. EID

Unlted States Attorne

WILLIAM KANTER

(202) 514-4575

william. kanter@ustJ gov
JOHN S. KOPPEL %X

NOVEMBER 2007

-Washington, D.C.

- (202) 514- 2495

john. koppel@usdo; gov
Attorneys, ellate Staff
Civil Division, Room 7264
Department of Justice

950 Pennsylvania Avenue N.W.
20530-0001

15



CERTIFICATE OF SERVICE
- I hereby certify that on the 16th day of November, 2007, I

o served two copies of the Petition for Rehearing And Rehearing En

- Banc of Appellee by causing them to be e-mailed and mailed, via
first class mail, postage prepaid, to:

Lawrence Lessig, Esquire (one hard copy)
Center for Internet Law and Society -
Stanford Law School

559 Nathan Abbott Way

Stanford, CA 94305

Hugh Q. Gottschalk, Esquire (one hard copy)
Carolyn J. Fairless, Esquire
Wheeler Trig Kennedy LLP
1801 California Street, Suite 3600
Denver, CO 80202
The Petition was also sent to the Clerk's Office by e-mail

and Federal Express overnight mail on the same date.

gl s
#oHN s. KA¥PEL

- Attorney




CERTIFICATE OF DICITAL SUBMISSION

Pursuant to this Court's General Order of August iO, 2007, I
L hereby certify that%
1. all required privacy redactions have been made and,

with the exception of those'redactions,;every document
- submitted in Digital Form or scénned.PDF format»is an
exact copy of the written docﬁment filed with the
Clerk; and‘
éu 2. the digital'submissions have been scanned for viruses
with the most recent version of the follqwing
commercial virus scanning program, which indicates that
tﬁe submissions are free of viruseé.
Progfam: | Trend Micro OfficeScan Client ‘
Veréion:, - 6.5

Last Updated: November 16, 2007

- | Bl 2 b
S - foHN S. KOBEEL |

Attorney




ADDENDUM



g

T

PUBLISH

. FILED
United States Court of Appeals
Tenth Circuit

September 4, 2007
_Elisabeth A. Shumaker

UNITED STATES COURT OF APPEALS  Clerk of Court

TENTH CIRCUIT

LAWRENCE GOLAN; ESTATE OF
RICHARD KAPP; S.A. PUBLISHING
CO, INC., d/b/a ESS.A.Y.
RECORDINGS; SYMPHONY OF THE
CANYONS; RON HALL d/b/a
FESTIVAL FILMS; and JOHN
McDONOUGH, d/b/a TIMELESS
VIDEO ALTERNATIVES
INTERNATIONAL,

Plaintiffs-Appellants,
V.

ALBERTO R. GONZALES in his

official capacity as Attorney General of
“the United States; and MARYBETH'

PETERS, Register of Copyrlghts

- Copyright Office of the

United States,
Defendants-Appellees,

INT.ERNATIONAL‘ COALITION FOR
COPYRIGHT PROTECTION,

Amicus Curiae.

No. 05-1259

‘Appeal from the United States District Court

for the District of Colorado -

(D.C. No. 1:01-cv-01854 LTB-BNB)




-

 Lawrence Lessig, Center for Internet and Society, Stanford Law School, Stanford,
California (Hugh Q. Gottschalk and Carolyn J. Fairless, Wheeler Trigg Kennedy
.LLP, Denver, Colorado, wrth hrm on the brlefs) for Plaintiffs- -Appellants.

John S. Koppel Appellate Staff Civil Division (Peter D. Kersler Assistant.
Attorney General, William J. Leone, United States Attorney, and William Kanter
Appellate Staff Civil Division, Washlngton D.C., with hlm on the brref) for’
Defendants Appellees ' : B

* Eric M. Lreberman and David B. Goldstein Rabinowitz Boudin, Standard
»Krrnsky & L1eberman P.C., New York, New. York filed an Amicus Curlae br1ef
in support of Defendants Appellees ' Lo .

Before HENRY, BRISCOE, and LUCERO, 'Ci-rcuit Judges.

HENRY, Circuit Judge.

Plaintiffs in this case range from orchestra conductors, educators, -

‘perfo_rmefs; and‘-publishers'to'film archivists and motion p'icture di‘st"r'ibu'tors'.v They

challenge two acts of Congress, the Copyright Term Extension Act (“CTEA™), |

Pub. L. No. 105-298<§§ 102(b) and (d), 112 Stat. 2827-28 (1998) (amending‘i7 o

_ U SVC §§ 302 304), and § 514 ofthe Uruguay Round Agreements Act (“URAA”) -

Pub L. No. 103- 465 108 Stat 4809 4976 80 (1994) COdlfled at 17U S C. §§

104A ! 109

! Section 104A provides' in the pertinent—. part:

(a) Automatlc protectron and term -

(1) Term. . S .

(A) Copyrrght subsrsts in accordance w1th thrs sectlon in restored works and
(contrnued D)



Also known as the Sonny Bono Copyright Term Extension Act, the'CTEA

increased the duration of existing and future copyrights from life-plus-50-years to

LLLLLLL life-pius-70-years. Section‘ 5:1"4. of the URAA irrlplementslArticle 18 of the Berrle,
Conventior_r for the P‘ro‘te(.;-tion of .L-i'tera.ry a'n'd_Artistic‘works'.. Ushereti i_nto being
. in 1886 at the behest of A‘ssoctc‘ztion ‘Ii-,vz;-t,téraire et Aj»rtistt'q‘uev.ln tern'ationale,.._ain
~~~~~~ a ’ orgenrzati»orl 'fou,n‘ded,b_y V_ic_tor' H:ugo. and d,ediica,_te'd tovohta‘in'in"g-protection.'fo’r'
»1iterery and artistiv‘c :worvtk»s\v, the: Be'rne"Con'Vention re_quirvves rhemhervicountries. to
afford the same copyright pr_otection to -foreign' a.uthore as they provide th_eir own

authors. In this case, congressional compliance with the Berne Convention meant

e contmued) : :
vests automatlcally on the date of restoratmn

. (h) Definitions._‘For'p'urp_oses 'ofthis se_ction and section 109(5)_:

_ (6) The term “restored work” means an or1g1nal work of authorshrp that—
“ T (A) is protected under subsect1on (a), :
(B) is not in the public domaln inits source country through explratlon of term
of protectlon e -
’ (C) is in the pubhc domaln in the Umted States due to—
(D noncomphance with formalities 1mposed at any time by Unlted
States copyrightlaw, including failure ofrenewal lack of proper notice,
or fallure to comply with any manufacturmg requirements; (ii) lack of
subject matter protectlon in the case of sound recordings fixed before |
- February 15, 1972; or (111) lack of natlonal e11g1b111ty, and’ ‘
(D) has at least one author or rlghtholder who-'was, at the time the work was )
AV . created, a national or dom1c111ary of an ehglble country, and if published was
' ’ first published in an eligible country and not pubhshed in the United States
durlng the 30- day perlod followmg pubhcatlon in such e11g1b1e country '

—

3.




copyrighting some foreign works in the public domain.?
Plaintiffs argue the CTEA extends éxisting copyrights in violation of the

“limited Times” pro'vision of the Constitution’s Copyright Cléusg. With regard to

the URAA, plaintiffs contend § 514 shrinks the puBlic domain and thereby. violates

the limitations on congressional power inherent in the Coplyr‘ight Clause. In

‘addition, plaintiffs argue that § 514°s removal of works from thé;_pu,bl_ic_ domain’

Ve

in;[e'rféréS' with-their First Amendment right to free expression..
The district court dismissed plaintiffs’ CTEA claim.and granted summary
judgment for the government on plaintiffs’ URAA challenges. We exerc_isé

jurisdiction pursuant to 28 U.S.C. § 1291 and affirm the district court"é dismissal

of the CTEA“cl_aim as foreclosed by the S‘upréme Court’s decision 'i‘n‘_Eld‘red V.
, A&hCroft-, 537 U.S. 186 (2003). . Wc'also,vagree'Wit‘h the district court that § 514 o:f’ '

.the URAA has not exceeded the limitations inherent in the Copyright Clause. | ,.

Nevertheless, W‘e-hold that plaintiffs have shown sufficient freé,éxpression _ .

" interests in works removed from the public domain to require First Améndment

2‘Articlell‘iﬁ bf the Bernc Convention provides i'n the pertiﬁent part:'

(1) ThlS Convention shall apply to all works whlch at the moment of
“its.coming into force, have not yet fallen into ‘the pubhc domain in the

country of origin through the expiry of the term of protect1_on ,

(2) If, however, through the expiry of the term of protection which was
previously granted; a work has fallen into the public domain, of the
- country where- the protection is clalmed that work shall not be

protected anew[ ]



-—

—

scrutiny of § 514. On'this limited basis, we remand for’proceeding.s consistent
'wit‘hthis oblnion. |
| I. BACKGROUND
Each plaintlff in this case relies on arti_stic works m the public domain fo'r'

his or her.live-lih_oo_-df : Lawrence‘Golan,.for exam-ple:, performs Vand‘teaches ‘works -

by foreiv"g'n composers including Dmitri Shostakovich.and Igor,‘Stravinsky. Before
‘the CTEA ""plaintiffs anticipated that certain works would soon outlive ,copyright -

' protectlon and enter the public domain. The CTEA delayed this moment by 2()

years. Prior to the URAA each pla1nt1ff utilized or performed works by foreign

artists in the publlc domaln, such as Sergei Prokoflev S renowned “Peter and the

“Wolf.” Since the passage of the URAA, plaintiffs must pay higher performance

" fees and sheet music rentals as well as other royalties. In many cases, these costs’r

are brohibitive

Plamtlffs frled su1t in the United States Dlstrlct Court for the Drstrlct of

Colorado argulng that both the CTEA and the URAA are unconstltutronal The o |

court concluded the Supreme Court’s decrsron in. Eldred precluded plamtrffs

challenge to-the CTEA‘ and granted summary Judgment to the government on

plaintiffs»; two URAA claimls Golan v. Ashcroft 310°F. Supp 2d 1215, 1218 (D.

Colo: 2004) Reasonmg that “Congress has h1stor10ally demonstrated little

* compunction about removmg copyrrghtable mater1als from the pubhc domarn ” the

’ dlstnct court ruled that Congress had the power to enact § 514 of the URAA under



the Copyright Clause. Golan v. Gonzales, No. Ciy. 01~‘B—l85v4(BNB),,2005 WL

914754, at *14 (D. Colo. Aug. 24, 2005). The court also granted summary

Jjudgment on plaintiffs’ First _Amendment[c_laim., on the'theory they had no

protected interest in the now-copyrighted works. Thisvappeal followed:
L. STANDARD OF REViEw |
We rev1ew de novo a dlStI‘lCt court S grant of summaryjudgment Steﬁ”y V.

Ormarz 461 F.3d 1218, 1221 (10th Cir. 2006) Summaryjudgment is approprlate 'b

only when “there is no genuvl'ne issue as to any matenal fact.” FED.R. CIV. P.

56(c). We also examine de novo the district court’s conclusions regarding the

" Constitution. O"an'nor v. 'Washlaurn Uﬁiv., 416 F.3d 1216, 1223 (10th Cir:

2005). “[I]tis also appropriate to bear in mind . that in the enactm_ent of a

TR

statute Congr‘-esé 'is-presumed to actwith'knowledge ofco_ntrollin,g c.onsti.tutio_hal -
11m1tat10ns or proscrlptlons and w1th an 1ntent and purpose to av01d their

contravention.”’ Wells by Gzllzg, v. Att 'y General ofzhe Unlted States, 201 F.2d

-556 560 (IOth Cir. 1953), see also INS v. Chadha 462US 919 944 (1983) (“We

'begm . with the presumptlon that the challenged statute 1s valld ”)

IL DISCAU,SSION‘-‘ |
Plaintiffs claim that the CTEA’s 20-year extehsien of existing copyrights

violates ithe Copyright Clause’s ;‘limited_.Times” provision‘; In addition, the'y .

“contend that the URAA_;S 'remeval'ef works from the publie‘dOmain exceeds the '

autherity granted to C.o__ngfess uhder the Copyright Clause. Finally, plaintiffs o



-

oy

maintain that § 514 of the URAA must be subject to First Amendment review

- because it has altered the traditional contours of copy_right' protection. Since

familiarity with the foundations of copyright law is crucial to understanding the
d‘ispu_te, we begin with an ou’tline of basic copyright prineiples. :

Under the Copyright Clause, Congress may"‘prornoteﬂthe Progress of

'S.c‘i-e_nce and usefu_l Arts, by securihg for llmited_ ‘_Times' to Au,th_ors'_. .: the
'eXclus_iveRight to their Writings.” U.S. Cons’t.-'arfrl, § 8, cl. 8. The Supreme |

:Coﬁrtvhas explained that “[the Clause] is intended to motivate the creative activity

of authors and inventors by the provision of a special reward, and to allow the

“public access to 't_he products of their genius after the limited period of exclusive
-. 'con-trol has expired.” So'ny Corp. ofAm. V. U'niversdl City Siudios, Inc., 464 'U.S.

’ 417 429 (1984) By encouragmg creatlve express1on through 11m1ted monopol1es

the Copyrlght Clause “promot[es] broad pubhc avallablhty of 11terature music,_

and the other arts.” Twentzeth Century Music Corp. v: Azlcen 422 U.S. 151 156

1 9’}"5) “[O]nce the copyrlght monopoly has explred the pubhc may use’ the

,’work at will and wlthout attrrbuuon, Dqstar,Corp. v.’ I«'_wen.tzeth _Ce,ntu_ry Fox

Fil,m A'Cor'p. '539-U.S..'.2'3', 33-34 »(2003). Thes‘e imag‘i‘na‘tive worke inspire new”

creatlons whlch in turn 1nsp1re others hopefully, ad infinitum. Th1s cycle is what

;makes cop‘yrigh_t “the engine of free expression Harper & Row Publzshers Inc -

v Nation Enters 471 U S.’539, 558 (1985)

Congress s power to bestow copyr1ghts is broad See Eldred 537 U.S. at A



205 (“[I]tis Congress that has been assigned the task of defining the scope of the -
limited monopoly that should be granted to authors . . . in order to givé the public

appropriate access to their work pfoduc_f.”) (in'terria_l quotation marks omitted). .

But it is not boundless. The Copyright Clause itself limits :Con_gress’s power as to
what kinds of works .éan"be c‘opyr‘ight_ed and for how long. For instanAce_, in order
- to be cqpy,_righ't,,able;ﬂ a work must be original. Feist P_-ubl’nv.'s, Inc. v. Rural Tel.

Serv. Co.,499 U.S. 340, 345(1991) (“The sine qua non of copyright is originality -

ce Origindlity is a constitutional requirement.”). In addition, a copyright must

be limited in duration. Dastar, 539 U.S. at 37 (noting that Co'ngres.s_:cann(jt
“create[] a species Of.perpetu‘al ... copyright”). The rationale under‘lvying this

' limitation is that an infinite copyright would dépfiye the public of the benefit — the

right to use and ethy the 'e'xpressid.n —that it is 'sﬁpposed toreceive 1n e"xcha_ngé’ '

for the grant of monopoly p.riv"i'le-g.esto'_the. author for a discrete period of time. 4

See id. 4at.33-34 (“The r‘ighté ofa... copyright holder are part of a carefully.

crafted b‘argain under which, once the . cqp‘yright_monopoly,h‘as expired, the

public may use the . .. work at will and without attribution.”) (intérnal citation ~

and quotatio'n"mark'-‘_s omitted).

‘The Supreme Court has recognized that the First Axlnen'dm‘ent"can" limit

- Congress’s power under the COpyrighf_ Cléuse. Eldred, 537 U.S. at 2'19.--21-" _

.(indicatihg that cOpy(r_igh‘t"jé‘cts are not “-cate_gorically'immune from challenges .

under the First Amendment”) (internal quotation marks omit_téd)‘.. The Court ha‘$

8
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finly

erri"'phasizved', ho__wever, that “copyright’s built-in First Amendment
acco'mmo_datibns’f — the idea/expression dichotomy and the fair use defense — -

‘generally protect the public’s First Amendment interest in copyrighted works. Id.

at 219-20.

The first of these “built-in ‘s'afeguards,” the idea/expression dichotomy,

d"enies cdpyri_ght protection “to any ide_a,‘pro’ce_dure, p’rocess, s_ystem;method of

operation, concep't',principle; or discovery, regardless of the form in which. it is

described, e,Xpl_ain_ed’_, 'illustrateci, or e_mbbdie:d in [a ~copyrighted] work.” 17 U.Ss.C.
§ 102(b). It reserves to authors, howei}er, the right to exploit their “expression,”

id., a term that refers to “the particular pattern of words, lines and colors, or

" musical notes” that comprise a work. ROBERT A. GORMAN, COPYRIGHT LAW 23 -

(2d ed. 2006).
- The sé_cond safeguard, .thé‘f_a'i'r, use cwlefense,ba_llows the public to utilize.a
copyrighted work “for p'u'rpbse'.s' such as criticism, comment, news reporting,

tea‘chiﬂg_(_includin'g multiple copies_for classroom use), scholarship, or"rcsearch-.’;;;. '

17 U.S.C. § 107. The d_e‘fen's'e'p.roté_cts t»héyv'p’u,blic’s First Amendment interest in an

~ author’s origi_nallexpressi'o'l_l by.“affo:d'[i_n_g] _éon’s‘idera'b‘le Iatitude-_for Asc"holarsh‘_i‘p'

and comment, and éven‘fo.f pa_rod’y.” Eldr_ed, 537"U.S. at 220 (internal*éitations_

van'd quotation marks omitted). -

Alt:_hou_g.h_ th‘és_e built-in free 3pe§c:h s'afég_uérds Awil-l ordinarily insulate
.lb_e_g'islatiAoin- from F1rst A’Ihen'_dment ré-v-iew, the Eld}'éd Court indicated that s‘u'ch

9



review is warranted when an-act Qf Coﬁgress has “altered the traditional contburs
of copyrigh._t p_rotec':t'ion.’_’ Id. at221. The Court did not define the “traaitiOnél |
c_o-r;tours'of"copyright.pro‘tectrion.’7 However; as we discuss in detail below, one of
th'e‘set traditional cpnto’ufs is the p_ri‘rici'ple‘ thatz'once a work enters the public
__domain, no ,indivi'&ugl —not even -the creator — may copyrjght it..

: Wivthv fheSe‘_érinqipleg"i;i mind, we ‘tufn to pldi’ntiffs’ éhalléng'es to thé CTEA
and URAA o | | | | |

| A. THE CTEA
The (“Zopyrivght Crlause'pr(.)’y,ides.j “The Congréss shall have Powe; ... To

promote thé Progress of Science and uséfpl ‘A..rts’,v by securinngor_"lim.ivted Times to

Authors and Inventors the exclusive Right to their respective Writings and

| Discoveries[.]” U.S. Const., art. I, § 8, cl. 8. Plaintiffs contend the CTEA Yviolates

i

the “limited Times” prescription by increasing the term from life-plus-50-years to

1ife-plus-70?yeafs; Mdre‘;é‘pégifica_lly‘, they>avrgue that “the Framers would have-

\

_considered the [life-‘;‘)h.xs;70]."ce’1j:r‘n' to be so long as to be effectively perpetual.”: -

_Aplts’ Br. at 55,

Analyiing the’ CTEA in light of the Clause’s inherent limitations, th_e_

" Supreme Court upheld the Act in Eldred. 537U.S. at 194 (“[W]e reject

"péti'tionefs"challenges to the CTEA. " .. Congress acted‘wifh_in its authority and *

did not transgress constitutional _limitations.”). Ne’vertheless,_ plaintiffs aftenipt to

o

' 'disﬁnguisﬂ-Eldred, invd‘ki‘hg the Courtf‘s ack,nowlie,dgment;ﬂ‘iat .“[p]etitione}rs [did)]

10
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notchallenge the ‘Iife—plus,—70—years’ timespén itself.” Id. at 193. Plaintiffs

. therefore contend that Eldred.does not foreclose the argumvent that the CTEA’S

extension of ali future copyri.ghts toa iife-pylusv-r7'0-yearstiﬁlespa# viblates the
Copyrighf Clause.. kThoug»h'pl'aint'iffs: may‘b_e correct that the Eldred Court did not
technically évddvress' this term, fhe r;'t_tiohaleij ﬁnderl‘ying“Eldre.d compels us to
conclude that the CTEA-impds_ed timevsp‘.a'n‘pass.t:sncbnstitut_l;oi,lta,l. m.uste'r.

| - The Ninth Circuit reée'ntbly upheld the disrriis_s-él of a nearly-identical CTEA

challenge in Kahle v. Gonzales, 487 F.3d 697 (9th Cir. 2007). The plaintiffs in

Kahle, like plain,tiff's here, aréued that the_'.C_TEA’s life-plus-70-years copyright

term violatedl'the “Iimited Times” prescriptiqn becvause' the Framers w_o.uld have
viewed it as‘“effec‘ti\./,'elyl‘perpettvlal.”. Id. ;at 699 (internal:quotation marks (')‘m_itted)’. :

As the Ninth Circuit 'théryéd, fhc~éldréd'co'urt “clearly grasped the- role ;li_mited L
Times’ p'fay in the,cop:y‘ri.g'ht scﬁeme and the Framers’ uhdéréltahdinngf.tha‘t‘

phrase.” Id. at 700. _'Ind_eed; the El-dréc_l.Cb'Urt’emphasiz.ed that our constitutional

scheme charges Congress, and not federal courts, with “the task of defining the .

écépe of the <_limite'd monopoly Athat ,shvovl.l.lgi Bevgranﬁéd to authofs;” 537US at 205.
(intemal quotation marks om’ittled). ‘As tvh,é Kahle court reasqned, “the.ou'fer |
bouhdafy of ‘limited Tiﬁles’ is deterrr‘li'n,ed By'wéighing the impefﬁé providéd vto" |
authors by :ljonge‘r t‘er-ms against the t?en-efit:p_r.p'vided to the public by shorter teifms.
Thaf weigh_in_g-is lgft to CoAng-ress, éubjecf to r_ational'ity_ review.’”. Kahle, 487 'Fv.3d :
atﬁOl. This rationale Ai"s. clearly c'onsistentbv'vi’th E'la._'rédf See 537U.S. at 204

11



(reviewing the CTEA merely to determine “whether it is a rational exercise of the

1e»gis_1'at,ive a'g'th'ority conferred by the copyright clause"").
‘‘‘‘‘‘‘‘ Wle_ agrée With ’;he' Kah,le cou',rt’s‘ bhold-ivn_g thatvEldrred. _p're(::luAdevs a' _challlengAe
to the 20-year term-extefl'sion., S’é_e E'ldre‘c‘z'v,-537~ U’ST at 208 v(-“‘We_ cannot conclude
yyyyy " that the CTEA - wh'ich continues the_‘uﬂbfoken congrésvsvibpval‘-pracAtice' dft_feaﬁng
o _fﬁture and exis}t‘in‘g. _copy;ights in parity fof term'e—xte-ﬁsion plllvrp.oses. _ js_én .

'imperm'is's;i‘ble'.e)'cercise b'f’Coyngress’ powef-liﬁd‘er the Copyright Clau'se.‘”)". .

Plaintiffs here, like fhe'plaintiffs in Kahle, “prqvide'no compelling reason why we

‘ v s_hould depart frc->m‘ avrecent' Sﬁpreme Court de‘cisi.on.”, Kahle; 487 F3d at 701.

iw | | B. THE URAA |

vPlavinti'f‘fs. p'r_esent‘tw'o argiﬁnents regardivhg the const_itutiOnal_ity' 6f § 514 pf-
- the URAA. Fif;’t, they cll'aim- thatA§ 514,§xceéds. the a{;thofi'tygranted to‘Congre_s:s;-
2: in th.é Copjyrig'h"t Clapse. Second_, "they n:[iain’tai.n § 5,1.4.has d.‘isr'u_‘ptcd‘ the t.r-'adi'tio:nél,
g ~‘_ : c.qntours of‘.éopyri\ghf,protclé(.:tion land. thus d-eman.d.s.'Firs_t Arﬁendmeﬁt éc‘rutir_xy.- We
4& begin w1th the coAnt’entio_n that Con'gr'e‘ss,has"ove»rstvepped‘its'Arti‘cleﬁl ‘aut:horit.y.-
i 1.  Section 514 does x;ot violag-e th’e- Cﬁpyi‘igﬁtCl»ause |

, Plaintiffs- gfound.théi; arglllment. fﬁat § 5 14 v'vtransg‘ressies the‘bbll-nds 6f _ N
CangresAs"s Artiélé :I authqfi.tyvrin:th_e' tex.t‘ of‘ th¢ Co'pyfigﬁt Cllaljt"se. | They éontend :
(S ' _that § 514’s .GXten-s_iio_n» of éo.pyright protection to Wofké in ther‘p'ub.liAc.,dpr-rjlain .' :

B . eviscerates any limitations imposed by the “limited Times” prescription and the -
“Progress Clause. In essence, pllari‘ntiffs»v aver that unless we -hold that the Progress

12
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Clause and the “limited Times” prescription prevent Congress from copyrighting
works in the public domain, Congress could adopt a pfactice of copyright‘ing:'

works as t_hé;y_fall into public domain. This would prevent the public from ever

: gain‘ing'un‘fe':tt_evred access to the expressions.

. We agree it would be troubling if Congress adopted a consistent practice of

r_éstoringwiorks in the puvblic.domai»n‘in an effort to confer perpetual monopp_li.gs. '
' But this argument is-similar to one the Elcir'ed plaintiffs raised, and, Iikjévt_he» o
Eldred Court, we are mindful that “a regime of perpetual copyrights is cl'early not

“the situatio_h before us.” Eldred, 537 U.S. at209. .

Plaintiffs cite Grah,am v. John Deere Co., 383 U.S. 1 (1966), in support of

- their'contentions. T_he-re, t-he_,Supreine Court concluded that Con‘ére$s could not
Cissue a patent when the invention had re»s.idgd in the public domain before the
’ inyehfor had applied for 'theAp'a'tent. For bOth"thCil’ Progress 'Clauée and “limited

- Times” arguments, plaintiffs rely heavily on the Graham Court’s statement that A'

“Congress may not authorize the issuance of patents whose effects are to remove

- existent knowledge frorh-the 'p'ubli(':.'domain‘, or to restrict free access t_b materials =
' already available.” -Id. at 6. Plain’g_iffs cohtend,the’r_e is no meaningful distinction
betwéen cbpy»fi'ghts an‘d'patents that would prevent this court from apply'i‘.ng ‘

Gfak-am ﬁe_ré.

The D.C. Circuit confronted and rejected an identical argument in Luck’s

Music Library, Inc. v. Gonzales, 407°F.3d 1262 (D.C. Cir. 2005), a case in which _

13
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‘‘‘‘‘‘‘‘

the plaintiffs maintained that § 514’s copyright of works'in the public domain

‘violated the Copyright Clause. In rejecting the contention, the D.C. Circuit noted

: th»at_ -

[Graham] dealt with patents rather than copyright, and the ideas
ajpplicable to one do [not] automatically apply to the other. For
example, the Eldred Court saw the ‘quid pro ‘quo’ ide‘a ‘as having a
special force in patent law, where the patentee, in exchange for
exclusrve rights must disclose his ‘dlscover1es against hlS presumed
w111 In contrast the author is eager to dlsclose her work ’

407 F.3d at 1266.

In addition to-_the.se distinctions, the Eldred Court observed that while’

" e

patents “prevent full use by others of the. 1nventor s knowledge copyr_ight gives

.the holder no monopoly on any 'knowledge.” 53'7'U.Sv.'at 217. We further note

that the language p,lai-ntiffsj, cite from-_Gra.harrt is taken from a discussion about the .

| ‘Progress Clause in-the,contekt_'of conditions for patentab'ility;‘ The sentenc‘e

following the one plaintiffs em:pha_size reads: “Innovation, advan'ceme‘nt, and

things which add to the sUm'of useful' knowledge are'inhe’rent‘requisi’tes in apa'te_n-t

-system whlch by constrtutronal command must promote the Progress of .the

seful Arts.’” Graham 383 U S.até6 (emphasm supplled) In fact, the Graham

’Court only mentloned copyrlght ina footnote when it explalned that 1t had omrtted

the copyrrght portlon of the Patent and Copyrlght Clause because itwas “not

relevant” to the dlsposrtlon of the. case Id at 6 n. 1 Thus we conclude that j o
. _ v

plaintiffs have thrust o'nto.Gra'hamja burden it was never intended to bear. We

14
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CTEA ‘Promotes the Prbgqus of Science

declin_e to read Graham as standing for the proposition that, in the context of

copjrright, the pﬁblic domain is a threshold that Congress may not “traverse in

" both directions.” Aplts’ Br. at 50.

Furthermore, the Graham Court emphasized that the Constitution assigns

- Congress th_e task of “implement[ing] the st’ated'plirpose of the Fr’afners by
- selecting the‘policy which in its judgment best effectuates the cvonstiAt_utivon_al aim.”

' 38.»3"U.S. at6. As discussed abdve, the Eldred Court Ve'c'hog:d this refrain. See

Eldred, 537 US at 205 (“[I]tis Congress that has b'even assi-'gvned- the ta‘s;,k. of
;ievfi'ning the scop'e of the liﬁlited monbpoly thét should be gfax;ted to 'aut.hérs ...in
order to give the public app_ro‘.priat'e access to thv’e-ivr workpfddu_ét,""){(int_ernal
qqptation marks Omivtte'd‘); The cil'ea>r import of Eldréd is that:C‘o-ngll'f::ss has :
véxpalnvvsive poxlv.e‘rs‘ when it legislgtes u#der ,th¢ ACprrbi.g‘ht*C.lausye, and thi_s _é;élur't_ o
may‘znot interfere so 10_1?g as 4Coxi’gre.ss'ha>s. ;aiionally eXerc‘is>e"d its a‘uythori‘t_y.\ See
Eldred.,.~23‘7 U.S. at 2.1‘3 (:search‘in.g: for a “rational basis fqr t‘h‘:e can‘u'sic‘)nf thaf the
Pre l >”). Here, we do not ﬁelie_\fe:t-hat the._ o
deéisioﬁ tb cpmply w;i‘th.j the Bvefne_C_onvention, wh1ch secv:ures‘c_q‘;‘)yright, _
prbteétiions fdr Américan worksﬁ-;':l-_b\rroad,:,’ivsi s0 ifrafional (A)r:‘soﬂu‘hrelat‘e;i. to the aimé

of the quyright Clause that it ex,ééeds the reach of congressional power.. Id. at

208 (emph-asizin'g_ that the Court vi_/'as' “not at liberty to secqnd;gﬁéss congressional
,Adéte'rminatiohs_ _’and polvic"y_ju'dgmqnts of this o"r_d'ef,:hoWever-débatable or arguably

_unwise they may be”).
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Nevertheless, legislafion prdmulgated pursuant to the Cdpyright Clause
must still comppft with other express limitations of the Constitution. Saenz v.
Roe, 526 U.S. 489, 508 (1999) (“Article Iof the Constitution grants Congress

broad power to legislate in certain areas. Those legislative powers:are, however,

, limit_ed'not only by ‘th'c scdpe of the Framers’ 'affi-rvmatviye delegation, but also~by'

~ the prinv,c'ipwle that they may not be exercised in a'w"ay_'tha't y‘iblateé other specific -

provisions oft_he'Cons'titution».”) (internal quotation marks omitted); Buckley V.

Valeo, 424 U.S. 1; 132 -(1976) ("‘Co'ﬁgress h'aVé plenary authorify in all areas in -

| which it has substaﬁtivc legisl'ative jurisdiction so long as the ekercise df_that'

. authority does not o}f¢1;d some other constitutional reétrictior_l.”-) (iflternal citation

| omitted). Thus, e._;/,en i_f_Coﬁgréss has hét’ e;(ceeded 1ts Article I_‘avuthorivty, § 514
may still-be subjédt to First Am‘éndme-nt tbé\’}iev.v.

20 Congress ) Removal of Works from the Publlc Domain Alters the .

. Traditional Contours of Copyrlght Protectlon and Requlres Flrst
" Amendment Scrutmy

We begin our First Amendm_ént analysis by examining the intersection of

thé‘ Copyright Clause and the First Amen'dinent. .In doing so, we address the:

. 'El_dredthurt”é h(_)(l'dAing‘ that the C’fEA’s exténsién of existing ‘c,opjkrighfs:di'a not
:‘requiré Firsf Ameﬁdmenit scrﬁtiﬁy and dispﬁ,ss‘the_C‘o‘urt’_sA su'ggéstio-n fha_t an act'of;
' »Con‘gre.ssA Wbuld only _bé éubjg:'ct to FII'S'[ Amén'dﬁenf review if it .“a'ltere.d trh‘é
tra&itional (‘:‘o.nt'our-s éf copyrlght p~fotectioh.” 537 US aAt-2'2w_1A. “Bas-ed on thle

 Eldred Court’s anél_lysis, wé exﬁmihe the bedrock priflciple of copyright law that

16
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works in the public d'omain remain there and conclude that § 514 alters the '
tradftion'al contours of copyright protection by deviatlng from this principle. We
then explaln how this devlation impli,cates‘plaintiffs’ First Amendment interest in
the'lvorks at issue. and determine'that ‘copyrig_ht’s two built-in free_rspee_ch- |
safeguards — the idea/ex-pres‘s‘ion' d_'rchotom'_y -anti the fair useldefense —do not
adequately protect the First Amendment in‘tere’s’ts.. Finally, w-e note that, unlike the
C"l“EA, thevURAA does not ado‘t)t supplemental free spe_ech safe'guartls. '

a. The Copyrzght Clause & the FlrstAmendment | |

It is clear that the Copyr1ght Clause is meant to foster values enshrmed in.

' the First Amendment See Harper & Row 471 U. S at 558 (observrng that “the

Framers intended copyrlght itself to be the engme of free expressmn ). The

‘Clause s prlmary purpose is to prov1de authors w1th incentives to produce works

that will benefit the publlc See id. at 546 (“The monopoly created by copyrrght

thus rewards the individtial author in order to'beneﬁt the public.”) (1nternal .

quotatron marks omltted) (emphasw supplred), Azken 422 U S at 156 (“The

'1mmed1ate effect of our copyrlght law is to secure a falr return for an author s’

creative labor. ‘But th__e ultz‘mate aim is, _by this 1ncent1ve, to stimulate artistic -

. creatiVity for the general'public good.’v’) (emphasis sup‘plied);iMazer v. Stein, ‘34_7_

U S.201, 219 (1954) (“The economlc philosophy behmd the clause empowermg ‘
Congress to grant 1 copyrlghts is the. conviction that encouragement of individual

'effort by personal gain is the best way to advance public welfare through the

17
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talents of authors . .. in ‘.. [the] useful Arts.’”); Fox Filtﬁ Corp. v. Doyal, 286

U.S.123,127(1932) (“The sole interest of the United States and the primary

object in conferring the monopoly lie in the generé'l benefits derived by the p_ublic .

from the labors of authors‘.”);.

In Eldred, the connection between the Fvirs't‘-Ame‘nd.rr_len‘t and cbpyright '

»provmvpted the Court to reject the proposition that .“-co;pyri.ght_s‘_[‘arcv:] ‘Catego‘rica‘lly-, - '

immune from challenges under .the‘First.Amendr'_n'e'nt."" 537 U;S. at 221 (_intre'r'n'al :

- quotation marks omitted). ‘However, under the facts of Eldred, copyﬁght"s

inherent free spéech protections obviated any need for First Amendment review of

‘the CTEA. The Court-based this holding on three factors. First, the Court

doncluded that‘copyright law’s “built-in First Amendment accominpdatidns’? — the '

' ideaiexpreé_sion d’ichotorriy and bfa’ip use de_fclvl:se - ad,equétely,prote'cte,d’_qthe‘First '

Amendment interests at stake. Id. at 21'9.‘ Second, the Cour_t reasoned that the'.

plaintiffs had only a trivial interest in the COpyrighted__erks be_‘cause‘ “[t]he F.irst" |

Amendment securely protects the freedom to make — or dé,cli‘nc to make —one’s

own speech; it bears less heavily when speakers assert the right to _”_make-‘o‘t'hAer_

people '3 spé:eches.‘” Ia’ ét 221 (ejmvphva"sv_ivs_bsuppblied).fFiﬁa;ly,r the C__ourt:i:‘ndtéd't-h;t
' thé CTEA ﬁfo‘vid_ed sﬁbplemental pi‘ote(';ti'o.ns to'v éinbspre that the Act_did n_-ot

A diminish the public’s ac‘éevss _torpll'.otected' 'expre.s'sion.‘ Id. 2A1t1220, The ‘Court“furth‘er o
_indicated> that legislation cio.uid-ge s'ubjec:_t -tcle FlI‘St Amendment sc‘rt.it.i.jiy 'if:‘it‘ :

- “altered the traditional ¢0nt01irs of copyright p_rotgec-’tipn;”; 1d. at 221.

8
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b. The principle that works in the public domain remain there is a
tradztzonal contour of copyright protection that §514 alters

We begin our analysis‘ of §514 by exploring the traditional contours of
copynght protectlon The Ela’red Court did not define the tradItIonal contours of
c0pyr1ght protectlon "and we do not find, nor do the parties'suggeSt that the
phrase appears in any other federal authorIty that mIght shed hght on 1ts meanlng |
Ne,ver.thel'ess", the term seems to refer to s_o,mething'broader than copyr‘ight;’ s-built-
in free spee'ch,aecommodations. ’ | |

. Our understanding of the traditional contours of copyright protection -has

‘both a functional and a historical component. With regard to the fu_nctional v
aspect we n-ote that a contour is “an outline” or “thevgener.al form or structur_e of
s somethmg ” WEBSTER S NINTH NEW COLLEGIATE DICTIONARY 284:(1 984)

‘Because the term copynght refers toa process as well as a form of rntellectual

pr'operty rights, we asseSs_ Whe.th_er;re.moving. a work from,the public domain alter_s -

the ordinary ‘procedure of c.op.yright protection. .R'el'atedly; we e‘Xpiore_t‘he way' in

' which the ‘publi‘,c'domain'deliniits the scope of C'Opyrvight protection.' In add,i_tion;_. .

N

the Eldred Court’s-use of theIWor'd “traditional” to modify “contours” suggests-

that Congress’s historical practice with respect to copyright and the'public domain .
'must informtour inquiry; Based on these criteria, we 'c‘onclude that the»traditional

contours of copyrrght protectIon Include the pr1nc1p1e that works in the publlc

domaln remarn there and that § 5 14 transgresses thlS crItlcal boundary
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1. Copyright Seqilience

- Although the_specific requirements for perfecting .aVCOpyright have changed

_over the years,. the‘proce‘ss has al'vvays.begu'n vvhen an- author generates an originaI '
ex_pressi.on.. The 1909 Copyright Act requi-red an author-seeking 'protectio_n’to
attach notice to any diStrihuted COpies ofhis‘,or her work. M'oreover, the author :
could not 1n1t1ate an 1nfr1ngement actroh or apply for a renewal unless he or she

had. formally reglstered the work with the COpyrrght offlce The 1976 Act removed
many of the consequences for failure to regrster or attach notice, and in 1989, the
vlvjrrited States effectively ahandoned all -forma‘,lities as a condition of compl’iance
with the B ern:é Convention. Thus,todav-, a lirnited copyright attaches at the
mome-nt a wo-rh is created.’3 Whenthe-copyright.expires at the end of_the 'Stattltor'y '
perrod the work becomes part of the: pubhc domam Untrl § 514, every statutoryv
'scheme preserved the same sequence A work progressed from 1) creation; i) to
copyrrght 3) to the pubhc domam Under § 514 the copyrrght sequence no longer
Fn'ec,essarily fe’n_ds with. the pub_lic,djo-rnam: 1ndeed, it nray ’begln there. T«hus,_*by
.'."copyr.'igh,ting. W‘°f““‘s.iin t_he pubtic-'dorrravi'ng,' the:UR.A.A hasvalte’red‘:the:'ordihary‘: R

/

) copyright'seq.u‘ence.. ‘

ii. Public Domaih

~ The ,s,igh‘ifi:carice of the copyright seduence, combined with the principle

*An author must st111 include notice in order to defend agamst 1nno¢ent
mfrmger[s] > GORMAN supra at 91 :

20
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that no individual may copyright a work in the public domain, is that ordinarily
yyorks-in tlhe'public domain stay there. See _‘Country Kids 'N. Ciiy Slicks: Inc. v
Sheen, 77'1?.3&_'12_80, 1287 (10th 'cir. 1996) (holding that a doll desig’h ¢ould not
be copyrighted because it was charact'erized by typlcal paper doll features found

1n the public domaln”) Lipton v. Nature Co., 71 F.3d 464 470 (2d Cir. 1995)

k v(‘f-[F}ac;tS are 'co_n51dered to be in the publrc domam and therefo.re not protectable
:trn‘der cooy-right Iaw.. ) Norma Rtbbbn & Trzmmmglncv Litile, 51 F_.3d‘4'5',
48 (Sth Crr 1.995). (holdingv that certain ﬂorwersv'could not be copyrighted “because_'

| these same. flowers already-existed i‘nthe public diom'a‘in”);' United _St‘ates‘ V.

- Hamilton, 583 F.2d 448, 450 (9th Cir. 1987) (noting that “a map which rep_re_seints

anew cornbiirratio,n of in’formatiovn' already in the ,publ'ie domain laeks‘ any e_'l.ement
worthy otcooyright proteotioh”)' MM Bus. Forms Corp. :v.'_Ua‘rco Inc., 472.F.2d ’
1137 1140 (6th Cir.. 1973) (“Elementary legal words and phrases are in the publ1c
domain and no 01tlzen may gam monopoly thereover to the exclusmn oftherr use
by other c1trzens ”); Amsterdam V. Trzangle Publ ns, Inc. 189 F. 2d 104 106 (3d
Cir. 1951) (“The locat1on of county lines, townshlp lmes and mun1c1pa1 11nes is
1nformat10n w1th1n the public domain, and is not copyrlghtable )‘ Christ'ian-sz)n’v,

West Pub. Co 149 F. 2d 202 203 (9th C1r 1945) (“The outline map ofthe Unlted

States w1th' state boundarles-ls in the publlc domam and is not cop‘yrlghtable.”)
. (1nternal quotatlon marks omrtted) Meade V. Unzted States 27 Fed Cl 367,372

A (1992) (holdmg that “defendant s LOVE stamp could not be- copyrlghted because



it “ex1st[ed] in the publlc domaln”), see also Toro Co. v. R&R Prods. Co., 787

F. 2d 1208 1213 (8th Cir. 1908) (“If the disputed work is similar toa pre- ex1st1ng

protected work or one'in the public domain, the second work must contain some

~ variation recognizable as that of the second author.”).

In Sheldon V. 'Metro-'Goldwyn Pictures‘Corp. g1 F.2d 49, 54 ,(2d Cir, 1936),
aff’d 309 U. S 390, 392 (1940) Judge Learned Hand a lumlnary in the f1e1d of
copynght law 111ustrated thls pr1n01ple when he stated that ¢ 1f by some magic e
rnan'who had never known it were to compose. anew Keats’s Ode on 'aGre'ci_‘an
Urn, he would be an. ‘anthor,’ and,ivif he copyrightedv it, others mignt not copy that
poem, tho-ugh tn'ey migh_t of eourse eOpy Keats.” Sﬁefdon, 81 F.2d at 54. “As

Judge Hand Observed, Keats’s poems remained in the public domain - free for

anyone to copy —even if someone copyrighted the, identical language. ‘,Section :

' 514 contravenes this pi‘in(:iple.

ii. The hlstory of Amerlcan copyright law reveals no trad1t1on of
' ' copyrlghtmg works in the pubhc domain

As ,we stated-above, the fa(_:t that the Eldre'd Court used the word

" “traditional” to modify “eontou-rs’_’ suggests that the history of American copyright

law shou’ld inform our inquiry."Eld'r'ed,‘537 U.S. at221. Accordingly, we look for.

evidence indicating that the Framers believed removal of wo_rks from the public

. domain was consistent with the copyright scheme they designed. Congress’s past

practices are ét_lso pertinent to determining whether extricating works from the
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' public domain isa tradition of our country’s copyright Iaw.
a. : ""I‘_he Fr,amers_’. Views E |
Unfortunately, constitutional historians knoyv little ab_out the Framers"
views regvarding'copy-rr_éght andthe public domain. In ‘part,-this is because, when
the states ratified the Constitntion “the ‘Con'l_mon Law o'ftthe U:nrted States . was
T ina hrghly uncertaln state on the subJect of copyrlghts ! W1111am W Crosskey,
IPOLITICS AND THE CONSTITUTION IN THE HISTORY OF THE UNITED.STATES 477
(1953). Uncertainty also stems from the fact that none of the usual',rehab‘le
sources '_ The'Fe(Ieralist Papers, Madisobn;s notes frorn the Constitutional
Convention, or accounts of the First Congress’s deliberations — take up the ‘s'ubje_ct
‘in any detall | | |
Passed in 1790 the: frrst Copyrlght Act granted fourteen years of protectron
L | .for books maps, and charts already prlnted in the Unlted States See Eldred 537
- U.S. at 194 (d1scuss1ng the 1790 Act) The partres debate whether the Frrst
Congress extended copyrlght protectlon to works already in the pubhc domaln
o B while the Eld'red Court reeognized that “the First Congress elearly did conf_er.
copyright protection on works that had 'a'Irea_dy"he’en c‘reated,"’, id. at 196 n..3,' |
plaintiffs argue co:nvinci_ngly thatumost,’ if not'aIl,Oof these ‘w‘orks _were"coyered:by' )

" .‘astate common-law copyright and therefore not in the public domain. In .

_ response, the government observes.that not-all states enacted copyright statutes
- during the period of the Articles of C‘onfede.rat‘ion., See Feltner v. Columbia
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Pictures Television, Inc., 523 U.S. 340, 350 (1998) (citing Copyright Enactments:

Laws Passed in the United States Since 1783 Relating to Conyrigh't 21 (Copyright -

'Office ed., Bulletin No. 3, rev. 1963))' Thomas.B. Nachbar, In’télléctual Property.
: and ConstztutzonalNorms 104 Colurn L.Rev.272,338 n.284 (2004) (“Of the

: general copyrlght laws passed by the States durlng the years of the Artlcles of

C_onfede'rat_ion, two ofthe_m (Mary_land_ and Pennsylvanra) never even came into
eft'ect; they incilucted reeinroc.ity' cilauses that vst-ere ne'ver‘futfilledVb_'ecause o_ne» N
State;‘Delaware, never enacted .a general eonyri'ght l.aw:, - 7).

Although the history of the 1790 Act ‘c.onld be highly inforrnative ovt"the'r

Framers’ views, the answer to the question of whetherVCOngress thought it was

‘ removrng works from the public domarn is probably notjust unclear but also
vunknowable Edward C. Walterscheid, Understandzng the CopyrzghtAct of] 790.j_ ’

vthe Issue ofCommon Law Copyrzght in Amerzca and tke Modern Interpretatzon of

the CopyrzghtPower, 53 J. Copynght Soc’y U.S.A. 313 332 (2006) (“There is

very little contemporaneous leg1slat1ve h1story deallng W1th the 1790 Act s, see ‘

also zd at 340 (“[I]t'is 1m~poss1b1e to demonstrate wlth any reasonable eertainty.f o

from the l'angu«a‘ge of the 179() Copyright Act and the circumstances surrouhding '
its enactment that Co_ngre-_ss believed that it wa_s creating a property rig}r_t in

authors‘rather than affirming and protecting an existing common-law right, albeit

for.a limited time.”). .

Given: the scarc'ity of historical evidence, we cannot conclude that the
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F'ra'n_lers viewed removal of works from the public domain as consistent with the

, copyﬁg’ht Sbhem_e they crgatéd. Nor do we discern at the dawn of the Republic any .

'bu}gegning traditio‘nlof'removing works from the public domain.

b. . Congressional Practice Since the"Fi,rst_‘Cong'ress

At oral argument, the government conccdéd-thai apart from the 1790 Act’s

. ‘purpbrted' grant‘_'of,copyright protection to works in the public domain, there have
beehv'few" insta'nc‘-es_' Qf such grants since. It does, ho‘Wévverv,'po"in"vc_'to' a series of

private bills granting copifrights to individuals. But “[t}hese private bills do not

support the [government’s] historical gloss, but rather significantly unde‘rmine the

historical claim.” Eldfed,."537 U.S. at 234"-(SteV»ens, J., dissenting). Far from

/

. prdviding e‘v'idence' that copyrighting works in the publfc domain is within the

traditional contours of cepyrig‘h_t protection, the fact that individuals we_:é forced

_Ito'reso'rt to the uncommon tactic 'pr,et'itioning Congress d'e,mo‘ns‘trat"es that this

- practice was outside the normal practice.

T In ad‘d,ition,_‘th“é_government afgues that tih.g WQrtime acts of Dec 18,1919, | _

Pub. L. No. 66-102, 41 Stat. 368, and the Emergency Copyright Act of 1941, Pub.

‘L. No. ?7‘-2'5"8, 55 St_a-t. 732, removed works from the public domain by gr‘_antingz _

the President authority to give foreign authors additional time to comply with

_ copyright requirements. However, a review of the historical record reveals that

tAh‘esAe' emergency ,wartimé bills, passéd in response to exigent circumstances;
ﬁiérely alt'e\r"ed_.the mevané by which authors could ¢anply with the procedural rules
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for copyright; these bills were not explicit attempts to remove works from the

- public domain. The Emergency Copyright Act of 1941, for exampl'e,crecognized ‘

t_hat'authors “may haVe_bbeen temporarily unable to comply With_[C‘OPYIight
for_maliﬁes] because of the diSruption or suspension of facilities essential for. such
compliance.” 55 Stat. 732 (emphasis supplied)."

The‘stat\';vtovrry,COntext of these acts reveals that they were, at most, _a"brief

and limited departure from a practice of:guva'rdvi'n-'g the‘ publfc dornain. In previous

actions granting copyrights to foreign authors,l Congress emphasized that it was.

not attempting to interfere with the rights of Americans who had relied on the

foreign works. For example, thé 1919 Act stated that “nothing herein contained

shallvbe'construe'd to deprive!anAy,person of any right,'which he'may-have acquired,

. .by the republlcatlon of such forergn work in the Unlted States pI'IOI' to approval of

thls Act » 41 Stat 369. One ofthe Acts to Wthh the 1919 Act referred was the -

>1909 Copyrlght Act That Act made clear that “no copyrlght shall sub81st in the
| .'torlglnal text of any work whlch isin the publzc domam ” Copynght Act, Pub. L.

No 60 349 35 Stat 1075 1077 (1909) (emphasrs supphed)

Thrs context notw1thstand1ng, the wartlme acts may have had the effect of

', vremoving a-very small'number o'fworké from the public'domain. Nevert-h_eless,

this possibility is insufficient to establish a traditional contour of copyright law..

Indeed, world war is (’hopeful»ly) not'tr-aditional. ‘The factthat the leg_islation was

‘passed in ‘r_es'p'onse to the e)'(vig'enciesr.of-a, world war suggests that Congressvfelt
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compelled to depart from its normal practice of preserving the public domain.

“Moreover, the mere passage of these discrete acts does not indicate that-suchf '
g removal was con-sistent with any proviSion of the 'Constitution, including the First

Amendment See 3 NIMMER ON COPYRIGHT 8 9A. 07[A] 9A- 79 to -80 (2007)

(statmg that “although three [wart1me] enactments granted very 11m1ted _

reSurrection, .. .'th,e practice und»er those c.ircurnscribed enactments was simply to

sweep the constitutional issues under the rug?).:

" Based on the foregoing, we see no tradition of removing works from the

public domain. Indeed, if anything, our examination of the history of.Ar‘neric-an ’

copyright law reveals that removal was the exception rather than the rule. Thus, §

514 deviates from the time-honored tradition of allowing works in the public

. ‘domain to stay there.

iv. - Conclusion

In sum, by extend,ing‘a linrited rnonopoly'to -expressions historical‘ly'b-eyo'nd _

the pale of such pr1v11eges the URAA transformed the ordlnary process of

'copyrlght protectlon and contravened a bedrock prmcrple of copyrlght law that S S

works in th’e publi_c'-dom'ain remain in the pu_b_lic domain. Therefo_re',"un_der both

'the fdnctional and hi‘stori_calcomponents of-o'trr inquiry, § 514 has altered th:e’_

tradltlonal contours of copyrlght protectlon

c. - The URAA’s removal ofworksfrom the public domam :
zmplzcates_plazntszs First Amendment interest - -
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We now explain how this alteration of traditional contours affects the First
Amendment interests of these plaintiffs. To begin, as discussed above, copyright

law bears 'out the rather obvious — but significant — point that works in the public

~ domain belong to the pubhc See Dastar 539 U.S. at 33- 34 (2003) (“[O]nce the

copynght monopoly has explred the publlc may use the . work at-w111 and

W1thout attr1but10n ”) Am: Tobacco Co v Werckmezster 207 U S. 284, 299-300

(1907) (observing that Widesp.read. publication Of a work w1thout copyright

protection “re—nde'r[s] such work common property”) (emphasis supplied). As

Judge Hand made clear in National Comics Publications, Inc. v. Fawcett

Publications, Inc., 171 F.2d.594, 603 (2d Cir. 1951), a case that involved

c.opyi'ights to “Supe_rman” and ‘»‘Cagt_ain Malfvel”v comic strips, “once _[the strips

fell] into the public- domam anyone might copy them » In other words, each

member ofthe publlc — anyone t— has a non- excluswe rlght subJect to

constltutlonally perm1ss1ble leglslanon to use materlal in the pubhc domaln The
1mphcat10n of this pr1nc1p1e is. that the plamtlffs here possessed a non- excluswe
right to use the works at issue.

Furthefmore, the First Amendment protects plaintiffs’ right to unrestrained .

- artistic use of these work-s'. : The Supreme Court h‘as emphasized"t-hat_the right to

artistic express1on is near the core of the First Amendment Ward v. Rock Agamst" o

ARaczsm 491 U S 781 790 (1989) (“Mus1c is-one of the oldest forms of human |

- expression. Fr'om Plato’s diseolurse-m the’ Repub-he to the totahtanan state 1n our
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own times, rulers have known [music’s] capacity to appeal to the intellect and to

_ the emotions, and have censored musical compositions to serve the:_needs of the
- state. ... The COnstit’ution prohibits any like attempts in our own legal order.

Music, as a form of expressron ‘and communrcatron is protected under the First

Amendment ”); Schad v. Borough ofMountEphrazm 452 U.S. 61 65 (1981)

~(“Entertalnment, as well as political and 1deo-log1ca1. s_peech, is protec_te—d; motro‘n

picturés, programs broadcast by radio and televisi_on,"and live-entertainment, s;nch,

as musical and dramatic works, fall within the First Amendment gu-arantee.”);

Kaplan v. California, 413 U.S.115,119-120 (1973) (“[PJictures, films, pa.i-ntings',

drawings, and engravings . . . have First Amendment protection .. ..”).
‘Together, the clear import of these.-princviples is that the public in general

and these plaintiffs in particular.ha‘ve a First Amendment intere‘st‘in u'sin_g,_works

©in the publrc domaln For example, at the moment that Dmrtrl Shostakovrch .s |
_ Symphony No. 5 entered the pubhc domaln Plamtrff John Blackburn had a r1ght to '
' ’create a derivative work for a hlgh school band to perform at an event

' commemoratrng 9/11. The prlnclple of copyrlght 1aw that shlelds works in the

: publrc domaln from copyrlght ensured Mr Blackburn s rrght to- create the prece

and the First Amendment protected his right to perform it. .

AN

~ Section 514 has interfered with M-r.'Blac_kburn’s right by maktng the cost of

performance or creation of new derivative works based on Shostakovich”s

| Symphony No. 5 prohibitive. Moreo-v-er,.’as"t_he exampleof Mr. B-la‘ckburn’s

29



wwwwwww

gy

composition suggests, plaintiffs’ First Amendment interests in public domain
works are greater than the interests of the Eldred pl.aintiffs. The Eldred plaintiffs

did not — nor had they ever — possessed unfettered access to any of the works at .

issue there. As the Eldred Court observed, the most the Eldred-plaintiffsucould

show was a weak interest in “makingI other peo‘ple’s’-speech.e's.” 537 U.S:221. By

contrast, the Speech at issue here belonged to plaintiffs when it_entered'the'pu‘blic S
‘domain. In reliance on their rights to these works, plaintiffs have aIrea.dy A
, p'erfor'm'ed.or planned future performances and used these publi_cally‘available

works to create their own artistic peructic_)ns.4

By removing works from the public domain, § 514 arguably hampers free

- expression and.undermines the values the public domain is \des'ign'ed-to‘ protect.

S’ee Meade, 27 Fed. Cl. at 372 '(‘_‘Eitend.ingbcopyright protection to a heartfshap.ed
picture of earth effectively would grant the copyright holder a mon-opqu'oi_zer the

innumerable ways of expressing th-i$ piCture. Allowing this picture to remain in

~ the pub.li"c domain for all artists te inte_rpret freely, however, will foster ercativity '

of Interestlngly, durlng the Eldred oral argument Justrce Souter asked then- :
Solicitor General Olsen whether the Copyrlght Clause combined w1th the

' Necessary and Proper. Clause could justify the extension of monopoly pr1v1leges A'
“toa copyrlght that expired yesterday » Aplts” Supp. Auth. dated June 2, 2006,

Transcript of Oral Argument at 44, Eldred v. Ashcroft, 537 U.S. 186 (No. 01-
618). The Solicitor General rep11ed that although such an act was not
inconceivable, the publlc domain’ likely presented a “bright line” because once

[s]omethlng . has already gone into the public domain [] other 1nd1v1duals or o
" companies or ent1t1es may then have acqulred an 1nterest in, or rrghts to. be

involved in dlssemlnatmg [the work. ]” Id.
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by ensuring that future mapmakers and artists have an ample store of ideas on
which to build their works.”). -We therefore conclude that once the works at issue

became free for anyone to copy, plaintiffs in this case had vested First Amendment o

interests in the expressions, and §_514’sinterference with plaintiffs’ rights is

subject to First Amendment s-crutiny. .

£ Copyrzght s buzlt—znfree speech safeguards are not adequate to
protect the FlrstAmendment znterests at stake ' o

In Eldred,the Cou_rt indic‘ated’ that “cop»yright’s built-in fr_ee 'speeeh

safeguards are generally adequate to address [First Amendment-c()nc;erns].” 537 .-

- U.S.at221 (emphasis supplied). ‘Belo'w_, we conclude that the idea/e)_(pressi_o_n .

dichotomy and the fair use defense are not designed to combat the threat to free -

e'xp:ression posed by § 514’s removal >ob_f_w>ork:s' from the public domein.’

i Idea/Exbﬁr_.es-sion'Dicho’to‘my
The idea/expressiop dic‘_hdt'o'my pr_otects' First Amendment -_interests by
ensurihg that “no.author inay copyright facts or ideas. The copyrlght is llmlted to

those aspects of the work - termed expresswn — that display the stamp of the

author’s orlgmahty ” Harper & Row 471 U S. at 547 (c1tat10n omltted) The

; -Supreme Court ha-s observed'that' the idea/exp.ression dichotomy' “st_ril_(es. a

definitional b‘alance between the First Aniendment and the Copyr,ig'ht Act by

permlttmg free commumcatmn of facts wh11e still protectmg an author s

expressmn » Eldred 537 U S at 219 (quotmg Harper 4'71 U. S at 556) See 4
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NIMMER ON COPYRIGHT, supra, § 19E.03[A][2], at 19E-20 to -21 (“In general, the
democratic dialogue —a self;governing people’s palrticip.é-ﬁ'on in the marketplace

of ideas — is adequately served if the public has access te an author’s ideas, and

such loss to the dialogue as results fro'm'in‘agcesSib-ilityvto an author’s"expression’

is co'utllterbélar_xced by the gl?éater'public interest in th_'e copyright system.”).
' However, the idea/expression"dic.hotomy,’s u_t_i'lit'y a,s‘-,-a.d'e_f‘ini‘tionall
mechanism is limited to dét’ermining whether a propdséd'Wo_rlg_ .i__'s_‘a-n' idea or .

whether the work displays sufficie'nt-originality to conétitute_ah expression. In the

“typical case, the danger to free speech interests is that an individual might gain .

monopoly privileges over an idea. Here, by contrast, there is no doubt that the
works at issue are expressions; the threat to free expression lies not in what is
beving: co'p'yrig_h_t'ed, but in the fact that the works are 'being'.:rve‘inoved' fromthe

public domain. The idea/expression dichOtéiﬁy'i:s'si:mply not d'e‘si‘gn‘eyd to

~determine whether Congress’s gran,,t'of a vl‘imi’t'ed monopdly. over an expression in

- 'the p_ublic'dbmain ‘run's‘-'afoul- .o'fthe:"FAifst Amendihent. ‘

1l Fair Use Defense

. “The [fair 'usAe] defense provides: the fair use of a Ac(‘.)pyright_:ed-‘\&d.rk,

“including such use by reproduction in copies . .., for purposes. such as criti’cism,
comment, news reporting, teaching (including multiple copies for classroom use),

' s'chblarship, or res_»éar—c;'h, is not an infringement of co‘pyr‘ightf.’-’ 17 U.S.C. § .107' 

(_'inte;’nalﬁqu(.)tation'mérks omitted). ,‘_‘[It]ﬁélldw,s the .public:‘to use not only facts
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and ideas contained in a c‘:opyrirghted work, but also expression itself in certain

circumstances.” Eldred, 537 U.S. at 219. For example, although Ralph Ellison’s"

estate may retain the copyright to his classic novel Invisible Man, the fair use ..

defense permits scholars and teachers to quote e_xten'_s'i_vel.y from the book and even
vrep'rodu”c;'e entire sections for the purpose of commenting on (say) the paral'l‘elsv
‘between the 'pa.rratd'r’s‘ literal and figurative vision. Because the purpose of the

u'f‘air "us:e'defense is to “afford[] e:onsid'erable ‘latitude for SCﬁ'ol:arsh‘ip and -

comment;”" Eldred, 537 U.S. at 220 (quoting Harper, 471 U.‘S.'at"v560'), the Court -
has described it as a “guarantee ofbreathing space within the confines_of-
copyrlght ” Campbell V. AcuffRose Music, Inc., 510 U.S. T569, 579 (1994‘).

‘In our view, the fair use doctrme is not a sufflClent safeguard of plamtlffs

© First Amendment interests. Althcsu_gh.th'e doctrine allows limited use of

copyrighted 'vvorks; it 'does not address works that have..e_nte‘red the pub,lic.doinain

and are therefore available for uﬂresfrieied'use. By withdrawing works from the

public domain, § 514 lea.ve‘s_ scholars, artists, and the public with less access to.

works than they'had before th'e.Ac’t‘. ‘The fact that'the‘_favir use -dp‘ctr“ine_permit’_s

: some*aceess_ to these works:may"not be a_n_fadequ,ate substit_ute for'_the_ unlimited

access enjoyed‘before theURAA was'enacte‘d. Thus, instead of pfqviding o

add1t10na1 “breathmg space” for free expressmn the falr use defense suggests that

o : § 514 1nfr1nges upon plalntlffs F1rst Amendment rlghts

In sum, copyrlght s bu11t in- free speech safeguards > Eldred 537 U S. at
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221, are des,igned to govern the distribution of rights between authors and the

) publ_icrfrom the moment a work is creeted'and copyrighted until the copyright

expires. This design presumes that some rights are properly reserved for the

author who has never relinquished his right to exploitation.‘ Once a work has

~entered the public domain, however, neither the author nor the author’s estate

possesses any more right to Vthe"‘work than any member of the general public.

Because § 514 bestows copyr.i'ghts .uponWQrks in the public domain, these built-in

sefeguards are not adequate- to prote'ct plaintiffs’ First Amendment i-nterestsv.

iii. The URAA does not supplement the tradltronal First
Amendment safeguards :

In concluding that the CTEA did not require First Amendment scrutin.y, the
Eldred Court noted that “the CTEA [] supplements the[] traditional safeguards.”
Id. The Co_urt‘descrihed the ad_ditional protections'as follows: -

- First, [the CTEA] allows 11brar1es archives, and similar 1nst1tut10ns to
“reproduce and “distribute, d1Sp1ay, or perform in facsimile or digital

~ form” copies of certain pubhshed works “during the last 20 years of any.
term of copyrlght . for purposes of preservation, scholarship, or -

- research™ if the work is not already being explorted commercially and
further copies are unavailable at areasonable price. 17.U.S.C. § 108(h).

_ Sécond, Title IF of the CTEA, known as the Fairness in Music Licensing '

- Act of 1998, exempts small businesses, restaurants, and like entities:
“from having to pay performance royalties on music played from l1censed
rad1o telev1s1on and 31m11ar fac111t1es :

Id at 220 (quotmg 17 U.S.C. § 108(h)) (some internal c1tat1ons omrtted)
The URAA contains none of the CTEA s supplemental F1rst Amendment

_protections-. _It neither provides exceptions for “11brar1es, arc_hlves and s1m11ar,
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institutions,” nof exemptions for “small busil'lessve's, restau'ran'ts and l_ike entitié_s
from haﬁng to pay performance ‘royalti‘es.” 17 U.S.‘C. § 108(h).. :‘Ravther thah
e’xcgpting pa‘rties, such as plainﬁffs, who have relied up‘on'wo(rksvin_ the pubiic
vdo'main, the URAA pfovidés énly'a safevll;arBQrv aliow_ing_ 5 party t(;--ﬁée a restored
work for op’e&eaf aftef receiviﬁg notice of the restored cgpf-right p.rote(‘:tiop. 17
Uv.‘S:.C.- §'104A(d)(2,)'. We note, however, that it doés perrr;ifa p“a_:ty t‘.ov c_o.ntin-ue to
us.ve a work _if no‘tice'is not given‘. .See.Ly'él;’S‘Mu.s"'z;c,-.46"7va;3vdv ;t 1265 (‘(viis‘cu’s‘sin_g"
§ ,1;04A(d)(v2)).-‘ When compared to thé CTEA,:thié is hardly a “éuérantee of |
breathing space.-”‘ Campbéll, 516 U.S.at579. o

| IV INSTRUCTiONS FOR REMAVND-

In Vconductﬂihg its Fir-st Afhe-ndmgr_xft analysis on remand, the district éo’urt
should assess whether_ §5 14 1s corvlt.en'fc-base;d 61‘ c’onvfént-neutr'al.v Conteﬁt-basqd.
restrictions on speve,Ch”areithos.q- Wthh “subpréss" disadVantage, or ‘impo‘sé -_
differen,tial burdelns_up.on_speech chause of ité covnffent.” ‘G}'acé U_nitéd Methodist;
Church v. City of_chéyénne,_451 F.3d 645,{657 (10th‘ -Cir.‘2006.) (i'n_‘te-rn'a'l (.:i_tatio‘psv
and quofations omitted). These 'rb,strvitcti_ons “.aré 'su'bj’ec’t to tlhe‘mf;'s't‘ e)‘(acf'in\g.fA
scruﬁﬁy.” 1d. If § 514 is a éon’ten't-'ba:sed>_1"<‘35t>ric’tbi0kn, then the distric;t court will -
need to c'ons-i‘de-r.'whet;.h(?r thAe ,goAve'mm.eIi;t,’.s interest\'i-.n promulgating t-h‘cle_legislafi(.).n

is truly “compelling” and whether the government might achie_v’é the same ends

ot
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through alternative means that have less of an effect on protected exvp‘ress.ion 5
United States v. Playboy Entm’t Group, Inc ,'529 U.S. 803, 813 (2000). By
contrast, “[a] regulation that serves purposes unrelated to the contentof expression

is deemed neutral, even if it has an incidental effect on some speakers or messages

but not others.” Rock Against Racism, 491 U.S. at 791. ‘A content-neutral -
, res‘trictionvmust be “narrowly tailored to serve a significant governmental

i»ﬁ_te‘rest.”" Id- (quoting'Clark v. Cmty. for Creative Non-VioZénee, 468 U.S. 288,

293 (1984))_,

° Although not—'mentiorred by the parties, Congress’s treaty, commerce, and "
takings powers may provide Congress with the authority to enact § 514. See 3

NIMMER ON COPYRIGHT § 9A.07[B], 9A-79 to -80, 90A.07[C], 9A-85. We also
“note that at oral argument, Professor Lessig claimed that the experience of other

countries, such as the United Kingdom, suggests that the Unlted States could
comply. with the Berne Conventlon through less restrictive. means. Indeed, the

United ngdom Copyrlght Statute, as well as the statutes in Australia, Canada,

India, and New Zealand, define a reliance party as any person who “incurs or has
incurred any expendlture or liability i in connection with, for the purpose of.or ~
with a view to.the doing of an act which at the time-is not or was not an act -

‘restricted by any copyright in the work.” .Irwin Karp, Final Report, Berne. Article
18 Study on Retroactive United States Copyright Protection Jor Berne and Other

Works, 20 COLUM. VLA J.L. & Arts 157, 178 (Winter 1996) (quoting “The =
Copyrlght (Application to Other Countrres) Order in Council-988”; June 13, 1989,

- Article 7(2), reprinted in Copyrlght Laws and Treaties of the World, UK: Item Tc,

at 2 (Unesco Supp 1989-1990). Under the British, Canadian, Australian, and -

_Indian systems, “the reliance party is allowed to continue making those uses of

the work it had made, or incurred commitments to make, before its copynght is
restored. But the reliance party can be: ‘bought out’ by the owner of the restored

~copyright. That is, the reliance party must cease exploiting the work if the owner
" pays compensatron in an amount to be determrned by negot1at10n or arbltratlon

Id
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V. C»O‘NCLUSION
For the foregoing rel‘asior'lvs, we affirm the district coﬁrt’s dismissal of th_e' B
CTE.A cIaim as foreclosed'By Elc.lr‘ed. We aléo é_ffifm the distric'f court’s holding,
that § 514 of the ‘U1-1A>A does not exceed,the li'mi»tafion:s inherent in thé"COpyright’
Clause. Ngver_thele.ss,.since‘§.'f-514 has _a_lte;ed the traditionai contdursgf éOPyright

protection ina manner that implicates Vplaint_»iffs > -_’r__ight"to free expression, it must

'be'sﬁbject to First Amendmentreview. We t'heréfofe REMAND for bxécéedingé .

consistent with this opinion.
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