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I INTRODUCTION

The Estate of Jaes Joyce has waged a fifteen-year pargn of obstruction,
intimidation and threats designed to thwart Stanford University Professor Carol Loeb Shlossin
her efforts to write a biography of Lucia Jeybatexplores(anongotherthings)LuciaOs
unacknowledged influence on, armhtribution to, her famous fatherOiterary work. And
Shloss has not been the EstateOs only targetughtandobtainedaninjunctionagainstheuse
of literally Gifew lines or even less than aline here and thereOof Joyce manuscript when
displeaseavith theresultingscholarshipforcedanotherauthorto remmove discussion of LuciaOs
mental health issues from a book that was alraagbyessandits benefciary (and now Trustee)
destroyed significant amounts of correspondence to andfrom Lucia JoyceNsore from Samuel
Beckett,Janes JoyceOsnetine secretary. Theresult of this conduct has been to hamper not
only ShlossOs work, but that adny otherJoycescholarsaswell.

Despite the Estate@ efforts, Shloss persevered in her work. When the Estate
realizedshewould notbedeterrel, it beganissuingpointedthreas of legalactionto herandher
publisher. The Trusteeof the Estate StephenJames Joyce, informed Shloss and her publisher
thatthe EstateQsopyrightsprohibitedher from usng Oanyettersor papersby or from LuciaO or
Oanyetters@rom James JoyceOtoanybody]that] deal with her.O When it became apparent that
Shloss intended to use suchterial under prin@lesof Fair Use,JoyceadnonishedShlossand
her publisher that the Estate is Owgjlto takeany necessary actionOto enforce its copyrights.
Joycewentonto warnthatthe EsateO®recordn legal termsis crystal clearOand that it is
Opreparetb put][its] moneywherelits] mouthis.O He added that ShlossOs work is to be
publishedat Oyourisk andperilGand that Othere areora ways tanoneto skin acat.OShloss
hadeveryreasorto believethe Estate would follow through on thethreats. Indeed sheknew
the Estate had in recent years sué@rgiarties under similar circumstances.

Because of these threa®hlossOs plishe required her to excise a substantial
portion of Lucia-related materials that formed the primary sources for much of her scholarship.
But Shloss persevered. She created a Website to publishthefull andcompletestory shewished
to tell. When provided with access to the Website and advised of the fact Shloss planned to

1
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publish it, the Estate refused to back down.ebdlits lawyersadvisedShlossthat publication
of the materialsin issue on the Website was an Qnfringement of the EstateOs copyrightO and that
the Estate Qeserves all rightsOin regard to that alleged infringesnt.

In view of the EstateOs refusal to grant jEsion to useny Lucia-related
material, its unmistakable threats, and its history of litigation, Shlosswasconvincedshe would
be sued upon publishing theedsite. Seeking toesolve her dispute with the Estate before
potential darages accrued, Shloss fileddtdechratory relief action to vindicate her Fair Use
and First Amendment rights.

Now that Shloss has stood up to trstafeOthrests, the Estate claims thereis no
fight to be had. It thusargueghereis no actualcontroversyhere,andthatthis litigation is a
Opretext@® Onake[] new lawOandOrurroughshod overO the Estate. Ignoring all
correspondencgrior to 2005,the Estde suggests merely advisedShloss and her publisher that
it Oownsertaincopyrights@ndthatit wasOnointeresedin beinginvolvedin adispute.OThat
isjust not so. The complete correspondence contains multiple threats, thinly-veiled and overt,
over many years. The &ate sinply refuses to acknowledge them

In order to rationalize its willful blindness, the Estate seizes on the fact that Shloss
revisedherWebsiteonce,andfiled an AmendedComplaint to reflect thisrevision. It suggests
this denonstrateshe websitewasnot finishedwhen the original complaint was filed so there can
be no actual controversy. But the Estate agaiores the fact that Shloss twice advised it that
the Website was ready to be published prior to suit. It is likewisereadyto be publishednow.

Hopingto side-steghe dispute the Estateal so submits with its motion a covenant
notto sueShlossin regardto thewebsiteasit existedin 2005andsuggets this covenant oots
the controversybecaus the Estateissuedno threats as to the revised Website. While this
covenantlemonstratethe websitewasconplete and definite a the time of suit, it does not moot
the controversy. The centraltroversy here is whether thi¢ebsite identified in Shloss®
Amended Complaint infringes the Estate@® copyrights, and whether the Estate can use those
copyrightsto suppresscholarship.The Esate® promise not to sue over some Bbut not all Dof

the material on that Website does not eliminate the controversy; it sipply narrows it. As for the
2
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proposition that the EstateOs threats weitetinothe original Wbsite, that is sifply false.
The Estate@ threats were aways targeted at any publication of the Lucia-related material it
purportedo control,andnearlyall such threats came before the Website was even created.
Ultimately, the Estate seeks to hold Shloss in the same state of limbo she has
always feared. It seeks to retderight to sueon sone of the Website, leaving Shloss ether to
proceed at her peril or give in to thechilling effectof the EstaeOsonductandstandsilenced.
The purpose of the Declaratory Judgment Act is to relieve alitigant of precisely this dilemma.
Thereis asharp, clear and justiciable controversyhere. All of ShlossOs
allegations are pertinent to that controversy and properlybeforethe Court. The EstateQsotion
to dismiss and motion to strike should both be denied.
II. BACKGROUND
A. The Parties And Copyrights At Issue
Plaintiff Carol Loeb Shloss (CBhlossQ) is currently anActing Professor of English
at StanfordUniversity. See Declarationof CarolLoeb Shicss in Opposition to DefedantsO
Motion to Dismiss (OShloss Dec.O) | 1. Throughuert 32-year acadd@mcareer, she has taught
or held research positions at nemous univernsies, including WesleyanUniversity,Harvard
University,andOxford University. See id. | 2. Sheis theauthorof four books and has won
numerous grants and fellowships, includingth994 Pew Fellowship for Creative Non-Fiction
Writing. See id. |} 2-3.

The Estateof James Joyce(the OEstate(y defendantn this action,operates

underforeignlawsandunderthe controlof trusee Setn Sweeney (OSweeneyO) (also a defendant

here),aswell astrusteeandbeneficiary Stephen JasiJoycgOJoyceO), the grandson of the
famous twaeatieth century author Jags Joyce.TogetherJoyceandthe Edateasserbwnership
of the copyrightsin al written works of James Joyceandhis daughter, Lucia Joyce. Stephen
Joyce is well-known for his aggressive enforeanof these rights, as detailed in the popular
press. See, e.g., Declaration of Robert Spoo (OSpae.0), Ex. 4; Amended Complaint || 85-
105 [Docket No. 14].

3
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B. The Estate’s Fifteen-Year Campaign Of Obstruction, Threats
And Intimidation Against Professor Shloss And Her Publisher

1. Shloss’s Early Work Regarding Lucia Joyce And The
Estate’s Attempts To Thwart It

In 1988, Shloss began reseangfs bookaboutLucia Joyce. See Shloss Dec. |
11. In connection with that work, Shloss hasetesd the world to learn about and do@mtthe
life of Lucia, including her early dancing cargleistory of mentalhealth treatment and her
unacknowledgedontributionsto her fatherOBterary works. See id. !! 10-20.

The Estate has worked to thwart Sf86s project frothe beginning. In 1988,
StephenJoycedestroyednany of Lucia@ letters, as he admitted publicly at an international
symposium in Venice and in an interview with the New York Times. See ShlossDec.,Ex.A. In
responséo the outrageexpressedby Joyceschohrs, he taunted therasking, @hat are people
goingto doto stopme?0 See id. Similarly, in 1992, Stephen Joyce succeeded in removing
docunents regarding Lucia frotine Paul LZon Papsin the archives at the NationalLibrary of
Ireland, even though he had no legal cl&ntheg paperghathadbeendonatedo thelrish
people. See ShlossDec.Ex. B. Thisgenerateé@nangry denunciation on the floor of the Irish
Senate. See id.

Whenthe Estatecould not destroymaterdl, it attempted to block Shloss® access
toit. In 1994,Shlossraveledto the University of Buffalo in New York to consultthe Janes
Joyce papers in the Special Collectianshe Lockwood Memorial LibrarySee Shloss Dec. |
17. Butthe LibraryO®irector, RobertBertholf, hadalreadybeencontacted by OinterdiariesO

from the Joyce Estate, who warned him that Shloss should not be permitted access to the

Library® Joyce materials. See Spoo Dec., Ex. 4 at p. 41. Upon arriving, Shloss was told that she

could review these aterials onlyif shekepta Olowprofile.OSee ShlossDec.! 17. Indeed, the
curator expressed fear that the Estate would sue the universityiiflearned that Shloss had been
allowed to see its Joyce materials. See id.

Shlossgrewconcernedboutthe situation. Shewasaware that Stephen James
Joyce had veheently objected to an epilogua fellow Joyce scholar Brenda MaddoxOs
biography of Nora Joyce, the authorOs wife, bedadescribed the timmLucia spent in a ental

4
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asylum. See Shloss Dec. | 65; Spoo Dec., Ex. 4 aBg. Fearinglegalaction,Maddoxremoved
the sectioneventhoughcopiesof the book had already been printefde id.

Shloss decided to write to Joyce inlgd 996 in the hope of avoiding asimilar
dispute and to ask for Joyce® approval and assistancein her work. This overture was rejected
gruffly. In a March 31, 1996 letter, Joyce t@tlossthathis Oresponsegarding helping and
working with [her] on a book abouuciais straightforwardand unequivocal: it is a definite
NO.O Shloss Dec. Ex. C (phasis in original).Furthernore, Joyceaddedthat Oyoudo not have
our approval/permission to OseCuny lettersor papersby or from Lucia. . . . [or] our
authorization to useny lettersfrom my grandfatheto anybody which deal with her.@.
(emphasis added). Joyce wrote to Shloss again on April 19, 1996. In this letter, he derided what
hetermedthe OJoyceaimdustryQuith which he associated $tss, and reiterated that O[o]n
LuciaOslancing career we have nothing to say.O Shloss Dec., Ex. E.

Soon after receing JoyxeOs first letter, Riss wrote to Jane Lidderdale, Lucia®3
guardian before her deatf§ee ShlossDec.; 24 andEx. F. Worried about the ire Joyce had
showntowardherbandthe aggressivenessith which he hadpursuedBrendaMaddox
regarding the subject of Luciagbloss recognized that she Qlearly will have alegal problem
[with Joyce] when it coms to publicationO of her workd.

2. The Estate’s Resort To Legal Threats

Despiteherfears,Shlosscontinuedherwork. In 2001,shesigneda contractwith
the publishing house Farrar Straus & Giroux (OFSGO) to publish heokpnow titledLucia
Joyce: To Dance In The Wake. See Shloss Dec. ! 25. Upon learning that ShlossOs book would
soon be published, Stephen Joyce contacted Shloss again.

In an August 8, 2002 letter to Shlodsyce reiterated his refusal to give
permission for any use of anyf the material he controlled, including LuciaOfetters,drawings,
portraits or caricatures, or any lettérem James Joyce to Lucia Joyce. See Shloss Dec., Ex. G.
Joyce attempted to justify this total ban by asserting thathe must Osafeguanethateveremains of
the much abused and invaded Joyce family privacy.O Id. Invoking the EstateOs history of

litigation and intimidation against other authors (Part C, below), Joyce warned thabVgr the
5
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past few yearse have proven that we are willing to take any necessary action to back and
enforce what we legitimately believe in.O Id. (emphasis added).

Not content to threaten Shloss alone, StephernJoycebegancontactingher
publisherdirectly. On Novenber 4, 2002,Joycecalled FSG and harangued editor John Gamsm
for twenty minutes. See ShlossDec.; 29-30. Joyceannouncedhathewasopposedo the
publicationof any Lucia-relatednaterial, andpointed out that he had Onever lost a lawsuiéd)
id. Thatsame day, Joycewroteto FSG president Jonathan Galassi andenclosechis previous
correspondence with ShlosSee Shloss Dec., Ex. |; Declaratiari JonatharGalssi(OGalassi
Dec.O) Ex. 1. Joyce reiteratés oppositionto useof any Lucia+elated materials he controlled,
and invited aresponse from Galassi. See id.

Ratherthanwaiting for thatresponseJoyce wrote again to Galass the very next
day. In his November 5, 2002 letter, Joyce agarplained that Shloss did not have pession
to use any of LuciaOs writings. Joyce algioned that Shloss needed his permission to quote
from letters written by Harriet Weaver, Shaw Weaver,PaulLZon,or Maria Jolasandagain
asserted his opposition to publication of both these and any Lucia-related materials. See Shloss
Dec.,Ex. J; GalssiDec.Ex. 2.

FSG responded to JoyceOs objectioasigihits attorneyLeon Friednmanon
November 6, 2002. Mr. FriedmanexplainedthatFSGconsideredshlossQsseof the Lucia-
related material to which the Estate objected to be protected by the Fair Use doctrine and
indicated that JoyceOs thsambuld not deterFSGfrom going forward with publication See
Declaration of Leon Friedman (GFriedman Dec.Q, Ex. 1.

Joyce responded by letter of Nowkeer21, 2002. In that teer, histhreats
becane evenmore pointed. He advisedFSGthatit should Qake . . . very seriouslyOhis earlier

letters to Shloss and Galassi, and reiterated his earlier satements that Shloss was not permitted to

! Joycealsorescindedheonepernission he had ever granted Shloss (for a fee) B her use

James JoyceOspublished poem A Flower Given to My Daughter. He did sobecausde viewed
Shloss@ communications with Estate trustee Sveeneyandformer Estatelawyer David Monro,
not as legitinate efforts to identify copyright avership and secure rights, but as attempts to
bypass him. See ShlossDec.,Ex. I.
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use any of the Lucia-relatedatarials he had identifiedSee FriedmanDec.,Ex. 2. Joycewent
on to warn Friedmn that FSG Oshould beamaof the factthatoverthe pastdecadahe James
Joyce Estate’s ‘record’, in legal terms, is crystal clear and we have proven on a number of
occasions that we are prepared to put our money where our mouth is.O Id. (emphasis added).
Joyce closed by advising Friedmthat in pulishing the Lucia-relatedmaterial Joyceobjected
to, Oyowor ratherFarrarStraus& Giroux proceedi vos risques et périlsON at your risk and
peril—and that he should Okindly bear idvhere are more ways than one to skin a cat.O Id.
(emphasis added).

Having received no reply from Friedman or FSG, Joyce wrote again on December
31, 2002 to reimd Friednan that O[a]sihdicated in ny previous letterthere are more ways
than one to skin a cat!0O Friedran Dec., Ex. 3. Friedam replied on January 2, 2003, inféng
Joyce that a further carespondence was necessbhegausehe positionsof thetwo partieswere
clear. See id., EX. 4.

Joyce did not stop there. On May 22, 2a@8wrote to Friedsn to Ofanally
informO hin that OShloss and her publisherd\#d& grantedpermissionto useany quotations
from anythingOthat Lucia Joyce Oever wrote, drew or painted.O Fri@aMec., Ex. 5 (original
emphasis). He explained that in his view Ofairusedoesnot apply to lettersconsequentlyio
extracts from letters of anyember of the Joyefamily canbeusedin Ms. Shloss®ookandl,
acting for both the Estate and Rymrefuse to grant such peission.Od.  In this letter,Joyce
wenton to asserthathe hasneverOencounteregicasewherean author, academic or otherwise,
and his or her publisher refused to deal withdinectly as is the case in this instanc&OHe

followed this with an open threat:

So beit. | am perfectly willing to play the @QyameOyour way but
there will be repercussions. Thisis not athreat but a statement of
factE.

Id.
Exactlytwo monthslater,on July 22, 2003, Joyce wrote Frie@m another

unsolicitedletterto remnd Friedman,FSGand Shloss what was by now crystal clear:
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Let me point out and stress, if need, that the James Joyce Estate
and nyself & the sole benefiary ownerhold anyandall rights,
including copyright,to anythingand everythingthatJanes, Nora

, Giorgio (George), ucia, Helen (Kastor Fleischan) Joyce
and nyself ever wrote, drew, painted and/or recorded etc. . . .

In virtually all countries/nationandterritoriestheworld overthere
are laws, International Conventions ad Statutorylnstrunmentswhich
will uphold our intellectual property rights, including copyright

and moral rights.

Friedman Dec., Ex. 6.

C.

The Estate’s Other Campaigns And Its History Of Litigation

Shlosswasnottheonly targetof JoyceOsnimosity during the period she was

researchingndwriting aboutLucia Joyce. JoyceOslispute with BrendaMaddoxis butone

exanple of threatsandlawsuitsagainstothe scholarghatwerewell-known in the Joyce

community and which contributed 8hlossOs apprehension of suit.

In 1997, the Estate sued Macmillan Publishers Limted and Joyce scholar Danis
Rosefor publishinga neweditionof Ulysses that incorporated a small amount of
manuscript naterial that had remained unpublished until after JoyceOs death.
Angered by what it regarded as unacceptable changes to the text, the Estate
pursued an injunction and cpensatorydamegesagainsthetwo defendantsn
the EnglishHigh Court,despiteOthdact thatthe passagetakenby Dr. Rose. .

are only afew lines or even less than aline hereandthere.OShlossDec.,Ex. Q

In 1998, the Estate filed suit in Irelandaganst sponsors of a global Blosday
webcasthatincludeda cdebratoryreadingfrom Ulysses. See Spoo Dec. Ex. 1.
The Estateclaimed thewebcasinfringedcopyright,despitethe sponsors'

argunent that the webcast fell within @xenptionin Irish copyrightlaw for

works like Ulysses thathadfallen out of copylight and later been revived
pursuanto EuropearUnionlaw. /d. The webcast was sponsored in association
with Dublin's Janes JoyceCentre aregisered charity thatnomotes awareness of
Janes Joyce and his writingdd. The webcast, which had been supported by the
Prime Minister, President and other leading politiciansof Ireland,did notgo
forwardthefollowing yearwhensponsorsvithdrew supportout of fear of further
litigation. Sloss Dec., Ex. R; Spoo Dec. Ex. 1

In 2000the Estateinitiated a lawsuitagainstCork University Pressn Ireland.
See ShlossDec.,Ex. O; Declarationof David Pierce |} 3-8. When the Press
refused to pay the exorbitant licensing fee demandedby the Estatebut continued
preparations for publication, the Estataight,andthelrish High Courtgranted,
apreliminary injunction that caused the Presgo haveto physicallyexcisethe
Joyceextractsfrom printedcopiesof theanthology. See id.

Also in 2000, threats by Joyce stop@edirish corposer from using only
eighteen words fromiinnegans Wake, anovelthousandef wordslong, in his
choral piece. Despite the nominal use, Joyce stated that he smply did not like

the music and thus deemed even eighteen words too much. See Spoo Dec., Ex. 5.
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The Joycecommnunity is close-knit. Shlasssknewof all of thesesuitsandlegal
threatsastheyaroseaswell asothers. If there @s any doubt that she was next it wasoeed
in June 2003 during a conferencelusa, Oklahora. At a social gtneringprior to thataddress,
Shloss was approached byns&lote, another Jme scholar. Sloteinformed Shlosshathe
would be reporting on her teitiesto the Estate. See Shloss Dec., Ex. 43Slote also advised
Shloss that he had served as an expert ssinghe EstateOsawsuit against Danis Rose. See id.
Upon being pressed, Slote told Shloss beatvould be testifying against her, tofee id.
Accordingly, Shloss was OconvincedO and Gadfifie Estatewould, in fact, sueher. See id.
David Pierce, a fellow Joyce scholar who hauddeif been involved with a lawsuit brought by
the Estate(p. 8, above)wasatthat conference and has never seen an adad@so utterly

alarmed.O Declaration of David Pierce! 9.

D. The Effect Of The Estate’s Conduct On Professor Shloss And
Her Publisher And The Clear Apprehension Of Suit That
Conduct Created

Thethreatsssuedby the Estateto SHoss and her publisher, coupledwith the
Estate® history of belligerence and litigation against other authors and scholars, left Shloss with
one conclusion. She believed that if she phlisthe Lucia-related aterial in her book as
written, sheandFSGwere likely to besued. See Shloss Dec. | 44. As she wrote to her agent
TinaBennett in 2003: O think there will be alawsuit, and the suit could be against me
individually.O Shloss Dec., Ex. K.

FSGGQ actions left no doubt that it agreed. FSG ultimately required Shloss to cut

thirty pagesof Lucia-relatedmaterial from her 400-page manuscript over her objection and to

her great dis@y. See Shloss Dec. || 45-46. In her view, the book she had spent fifteen years on

was being gutted. The reason was clear. As Stejahees Joyce himself stated in aletter to
Stanford UniversityOs ProvdsSG required the cuts Qut of concern for copyright litigation.O
See Declaration of John Etcheandy (OEtcheemdy Dec.0),E A.

Thereis no doubtthatscholarshipuffered as a result of excising a substantial
portion of Shloss@ primary sources. While reviewerslaudedShlossfor herprovocativetheory,

they also criticized her forlack of docunentary supportSee Shloss [Bc. |} 47-48.
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Unwilling to compromise her academic and scholarly integrity, Shloss was
deternined to tell the whole story of Lucilboyce despiteherprofound fer of suit and the
financial burden it would inflict on her and her hastl. As she explained to her agent, OltOs not
a metter of winning or not. The suit itgakould ruin us.O Shloss Decx. K.

In order to tell Lucia@ full storyN asit existed before FSGOs cutsNShloss created
a Website that contained the material FSGhadrequiredherto cut, which wasreadyto be
publishedasof March2005. See Shloss Dec. | 49-53; Declaration of David Olson (OOlson
Dec.O)Ex. A. OnMarch9, 2005,ShlossOGsounséwrote to Joyce to notify him of ShlossOs
intention to publish this Website containing the excisedmaterial, andto inform him that her right
to do so was protected by Fair Use principlés: Declaration of Grace Sth (OSrith Dec.O)

Ex. 1.

ShlossOs counsel then received ail 8p2005 letter from the EstateOs Irish
counsel, McCann Fitzgeraldiee Smith Dec., Ex. 3. The EstateOs position had not changed. Its
counsel again reiterated iteGuest@hat Shlossrefrainfrom publishingthe Lucia-related
material in dispute. See id. ShlossOmunserespondedo McCann Fitzgerald on April 20, 2005,
explaining that Shloss planned to releasentBbsite to the public on May 10 and asked the
Estateto registeranyobjection before that dateSee Smith Dec. Ex. 4. The Estate responded
through McCann Fitzgerald on May 18ee SmithDec.Ex. 5. Theyasserted publication of the
Lucia-relatednaterialsto be an Qunwarranted infringement of the Estate’s copyrightOand
Qrequest/ed] in the strongest possible terms that [the Estate’s] legal rights on this issue be
respected.O Id. (emphasis added).

After additional correspondence withlossOs counsel, Ma® Fitzgerald
reiterated the position the Egthadestablishedongago. See Smith Dec., Ex. 10. The EstateOs
counsel explained the Estate denies [&sion to us any of the material in issue, and rejects the
notion that fair use permits its use absent the Estate@® consent. Accordingly, McCann Fitzgerald
advised that it Greserves all its rights if your client perseveres with her proposed activities.O Id.

Accordingly, ShlossO dilemmananed. She could rean silent and leave the

full story of Lucia she had worked fifteen yearsssemble to be lost for dl time, or she could
10
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risk the possibility of suit and financial rulny releasinghe excisedmaterial on the Websiteshe
had created and submitted to the Estate. In order to forestall potential damages, she filed this suit
for declaratory relief on June 12, 2006.

Following the initiation of this suit, Shloss revised the website once to add
additionalmaterialsthathadbeen cut from her manuscript. See Shloss [@c. | 49; Olson
Dec. | 4. This revision was cqoteted and ready to publish in Sept®n 2006.See Shloss Dec.
I 49; Olson Dec. ! 6. ShlossOsounseprovidedtherevisedWebsiteto the Estate(d.S.
counsel. See Olson Dec. | 6. The parties theimdertook settleemt discussionsSee Olson Dec.
| 7. 1t soon became apparent that a mutually acceptale resolution of th dispute was not
possible because the Estate continued tceddiie removal of particular material to which it
objected./d. Shloss then filed an Aemded Comiaint on October 25, 2006, to refl ect the
revisedWebsiteandputit atissuein herpleadings.See id., Ex. C.

In connection with its mtion to disniss ShlossOs Amded Corplaint, the Estate,
for the first time, covenanted not to sue on material that had been included in theslgite as of
November 2005. That covenant, however, provideselief as to a substantial portion of the
Website that is the subject of the Amended Complaint. Accordingly, the Estate continues its
efforts to suppress ShlossOs work, and her rigise tbe Lucia-related materials that were the

expressubjectof yearsandyearsof threatsfrom the Estate reans very much in dispute.

III.  ARGUMENT

A. This Declaratory Judgment Action Presents An Actual
Controversy

The Declaratory Judgment Act provides a mechanism for the federal courts to
Qleclare the rights and other legal relationsof anyinterestecpartyGseeking declaratory relief in
the case of an Oactuahttoversy.O 28 U.S.C. o 2201(a)d@)) see also Aetna Life Ins. Co. v.
Haworth, 300 U.S. 227, 239-40 (1937) (finding thwelicial power under the Act coextensive
with the Constitutional Gzase or controversyOrequirement). Its purposeisto allow adjudication
of a dispute before damagesaccrue andthusOrelievepotential defendants from the Damoclean
threat of impending litigation which a harassing adversary might brandish, while initiating suit a
11
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his leisureDor never.OHal Roach Studios, Inc. v. Richard Feiner & Co., 896 F.2d 1542,
1555 (9th Cir. 1990) (quotin§pciete de Conditionnement en Aluminium v. Hunter Eng’g Co.,
655 F.2d 938, 943 (9tGir. 1981));see also Dewey & Almy Chem. Co. v. Am. Anode, 137 F.2d
68,71 (3d Cir. 1943)(declaratonjurisdiction serves to prevent accrualaidable damges).
The touchstone of the case or contrsyés whether the Gadverse positions [of

the parties] have crystallizedSociete, 655 F.2d at 943. Thus:

To establisithata particulardeclratoryactionpresent@&nactual
caseor controversya partyis requred to show that, under al the
circumstances of the case, there is a substantiatontroversy
between parties having adverse ldggerests, and the controversy
is of sufficient immediacy and reality to warrant declaratory relief.

Hal Roach, 896 F.2d at 1555.

In the intellectual property context, this hasbeeninterpretedo requirea showing
that (i) the defendant® actions create a reasonable apprehension of suit and (ii) the declaratory
judgmentplaintiff engagen eitherpresentpor sufficient preparatgr activity thatcould
constituteinfringement. See id. at 1555-563¢ee also Chesebrough-Pond'’s, Inc. v. Faberge, Inc.,
666 F.2d39,396-973(9th Cir. 1982)(tradenark); Societe, 655 F.2d at 943-44 (patent);
Cardtoons, L.C. v. Major League Baseball Players Ass’'n, 95F.3d959,965-66(10th Cir. 1996)
(publicity rights).Both elenentsareassessat thetime the plaintiff files suit. Indium Corp. of
Am. v. Semi-Alloys, Inc., 7T81F.2d879,883(Fed.Cir. 1985).

Here,bothrequirenentshavebeenmet andanactualcontroversyexists.

1. The Estate’s Threats And Other Conduct Were More
Than Sufficient To Create A Reasonable Apprehension
Of Suit

TheEstatetold Shlossthatshedoes OnohaveE pernissionto useany letters or
papers by or from LuciaOor Quny lettersO frondanes Joyce that Odeal with her.O (P. 5, above.)
Upon learning that Shloss plard® publishexactlythesesorts of materials,the Estate
reiterated its refusal to grant passion to do s, andadnonishedShlossthatit hasOproverhat
[it is] willing to takeanynecessarpactionto backandenfarceGts rights. (P. 6, above.)

The Estatethenwenton to threatemot only Shlossbut alsoher publisherwith a

string of even more pointed threats; for example, it sated:
12
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. The Estate® Qecord in legal terms is crystal dearOPnamely that it is
Opreparetb put[its] moneywhere[its] mouthis;O

. Shloss and her publisher proceed &t their risk and peril in publishing
material concerning Lucig;

o There are more ways than one to skin a cat;
o There will be GepercussionsOif material concerning.uciais published:;
and

. The law Owill uphold [its] intkectual propertyrights.O

(Pp. 6-8, above.)

These threats are alondgffgcient to crea¢ a reasaable appehension of suitSee,

e.g., Hal Roach, 896 F.2d at 1556 (finding reasonable apprehension based on one letter stating

thatthatuponexpirationof alicense agreement, licensee would haveOnaights of anykindGin
the copyrighted work and suggesting the lieashouldnot continueto sall films containing
such works following expirationX;hesebrough-Ponds, 666 F.2d at 396-97 (finding reasonable
apprehensiobasedn oneletterthat did not threaten #ybut asserted facts sufficient to state a
claim for trademark infringement); Societe, 655 F.2dat 944 (definition of Othreat@ liberally
construed); Super Prods. Corp. v. D P Way Corp., 546 F.2d 748, 754 frcir. 1976)(partyOs
Qexpressed determination to defend its rightsGaninducereasonablapprehension).
Moreover,thesethreatsoccurredduringa periodduringwhich Shlossknewthe
Estatewasactively pursuinglegalactionagainsiotherscholarsand publishers. (Pp. 8-9, above.)
Shloss was aware of these other lawsuits, and awitness for the Estate in at |east one of these
lawsuits suggested to her that she would be the Estate® next litigation target. See Shloss Dec. !!
58-65. These facts erase any dalimut reasonable apprehensiGae Cardtoons, 95 F.3d at
966 (holdingoneletterthreateing to pursue Gull legal remediesO coupled with O[defendantOs]
history of suing other card companies in smilar situations. . . createdareasonabl@pprehension
.. of impending litigationOMrrowhead Indus. Water, Inc. v. Ecolochem, Inc., 846 F.2d 731,
733, 737 (Fed. Cir. 1988) (finding reasonable appnsion where defendant had sent letter
stating it Ohas . . . not hesitated to protegiatent rights whenevappropriateOand initiated
anothersuitonthe patentin issue).
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The Estate itself says that Shloss@ publisher forced her to excise the bulk of the
Lucia-relatedmaterialsit objectedo out of fear of litigation.(P. 9, above.) Once the Estate was
notified of her intention to puish these materials on the Website, it did nothingto dispelits
previousthreatspr backdown from its previous position. See Hal Roach, 896 F.2d at 1556
(defendant@ failure to dispel the threat implicit in its letter weighed in favor of reasonable
apprehension); Chesebrough-Ponds, 666 F.2d at 397 (sah

Insteadthe Estaterespondedhroughcoun®l andadvisedherthatit considered
Qhe proposed publication on [the Website] to be an unwarranted infringement of the Estate’s
copyrightOand that it Oreserves all rights” in regard to that alleged infringemt. (P. 10, above.)
This accusation of OnfringementOis likewise by itself sufficientto createareasomble
apprehension of suitSee Cardinal Chemical Co. v. Morton Int’l, Inc., 508U.S.83,96 (1993)
(whereOaparty hasactuallybeenchargedwith infringement of [a] patentthereis, necessarily, a
caseor controversyadequateo supportjurisdictionO under the Dechiory Judgment Act)
(emphasis in original); Arrowhead, 846 F.2dat 736 (wherea Odefadanthasexpresslychargeda
current activity of the plaintiff as an infringent, thereis clearly an actual controversy, certainty
has rendered apprehension irrelgyandoneneedsayno moreOY:

Astonishingly, defendants ignore nearly all of these fagts.DefendantsO
Motion to Dismiss (MTDQ at 5-7, 10-11 (ignoring all correspondenceipr to 2005). They
suggesthatthe Estatemerelyadvised Shloss and her publisher ih&@owngertaincopyrightsO
andtell herthatit wasOnointeresedin beinginvolvedin adispute.QSee MTD at10-11. That
isamply not the case. The Estate issued multiple threats over ten years, and specifically told

Shloss that it considers her website an @igpdrirentOof its copyrights. (Pp.5-10,above.)

2 Thefactthe Estaterespaded through counsel heightdahs apprehension of suifee

EMC Corp. v. Norand Corp., 89 F.3d 807, 812 (Fed. Cir. 1996p(dinga letterstatingan
inclination to turn the matter oveo legalcounsekufficientto create reasonable apprehension of
suit); Matthew Bender & Co. v. West Pub. Co., No.94 CIV 0589,1996WL 442892 at*2
(S.D.N.Y.Aug. 5, 1996)(statenent that copyright counsel had beenaieed together with active
pursuit of litigation against oth@ublishers contributed toasonable apprehension of suit).
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Defendants can @ke this assertion onlyy focusingentirelyon correspondence
from 2005 and 2006 B presumably because that was when the parties discussed the Website
specifically. See MTD at 10-11. If the Estate is suggiegthatearliercorrespondencis
irrelevant because it does noémtion the Webste specifically, it is mistaken. The Estate®
threats were directed broadly andexpresslytowardany unauthorized publication of Lucia-related
materials. Ultimately, FSG required the deletion of the a substantial portion of the material that
was the subject of those threats. But that material B along with other, sifar material that was
likewise the subject of the Estate® repeated threats Dwas the very material included in the
Website. The fact the material that was the subject of the Estate® threatsis to be published in
one nedium or another does not rendie EsateOthreatsary lesspotent. See Sierra Applied
Scis., Inc. v. Advanced Energy Indus., Inc., 363F.3d1361,1374-77(Fed.Cir. 2004)(broad
threatsof litigation asto anypulsedpowersupply created reasonable gpprehensiorof suitasto
all potentiallyinfringing powersuppliesnot merely those known to threatening parly).

The Estate goes on to suggest that lawsigainsiotherpartiesareirrelevant
here. See MTD at11. Thatis simply false. It iswell-establishedthatsuitsagainst other parties
may contributeto reasonabl@pprehensionSee Cardtoons, 95 F.3d at 9664rrowhead, 846
F.2d at 733, 7375tate of Tex. v. West Pub. Co., 882 F.2d 171, 176-77 (5th Cir. 1989) (noting
thatlawsuitsagainsthird partiescontribute to a plaintiff@ reasonable apprehension); see also
C.R. Bard, Inc. v. Schwartz, 716 F.2d874,881n.6 (Fed.Cir. 1983)(initiating litigation against
other manufacturers of smilar products helps create reasonable apprehensiGmy;y-Renker
Fitness LLC v. Icon Health & Fitness, Inc., 179 F.R.D. 264, 278-79 (C.D. Cal. 1998)

(enforcement activities against other parties contributedio reasonabl@pprehension).

3 It is likewiseirrelevantthat the parties did not correspotiaring the six manths prior to

filing. See Plumtree Software, Inc. v. Datamize, LLC, 2005WL 2206495at*9 (N.D. Cal. Sept.
12, 2005) (letters sent two years prior to inibatof declaratory reliedction created reasonable
apprehension of suitiakuto Co. v. Emhart Industries, Inc., 1989 WL 24118 a *3 (N.D. III.
1989)(letterssentthreeyearsprior to initiation of declaratoryrelief action created reasonable
apprehension of suit).

15

PLAINTIFFG OPPOSITION TO DEFENDANTSOMOTION TO DISMISS FOR LACK OF SUBJECT MATTER
JURISDICTION AND MOTION TO STRIKE



© 00 ~N oo o B~ w N P

N RN N N N N N N DN R P R R R R R R R
0w ~N o O~ W N kP O O 0 N O 0N~ W N kP o

The fact other lawsuits occurred outside the United Statess irrelevant. See Nike,
Inc. v. Adidas Am., Inc., 2005 WL 2757293 at *3 (D. Or. 2005) (fEopearlitigation contributed
to apprehension of suityee also Teva Pharms. USA, Inc. v. Abbott Labs., 301F. Supp.2d 819,
822 (N.D. Ill. 2004) (Canadian regulatory prode initiated by defendant contributed to
reasonable apprehension); Ethicon, Inc. v. Am. Cyanamid Co., 369 F. Supp. 934, 937 (D.N.J.
1973) (holding suit on foreign counterpart pateeatedsufficientthreatof suit).

Based on the totality of &EstateOsonduct, Shlosshadeveryreasorto believe
that if she published the Lucia-related materialson the Webste, shewould sufferthe sane

consequence that the Estate asserts FSG feared: litigation.

2. Shloss Undertook Sufficient Preparatory Activity
Because Her Website Was Ready To Be Published At
All Relevant Times

In order to create a proper case or controversy,a declaratoryjudgment plaintiff
must engage in either agsent o sufficiently preparatory activityhat could constitute
infringement. See, e.g., Arrowhead, 846 F.2d at 73%State of Texas v. West Pub. Co., 882 F.2d
171, 175 (g‘ Cir. 1989)(to establishactualcontroversyOplaintiffmust showthatit hasactually
published otis preparing to publish the material thatis subjectto the defendang copyrightO)
(emphasis added).

There should be no dispute that Shloss timat rule here. Her #site was ready
to be published as of March 2005. Indeed, Shlass{dsehotified the Egate of that fact on
March 9, 2005 and again on April 20, 2005. (P. bova.) Accordingly,the Websitewasready
for publication long beforéhis lawsuitwasfiled. See Cardtoons, 95 F.3d at 966 (finding proper
case or controversy when all work in preparation for the productionof the potentiallyinfringing
cards was completed at the time the complaint was filed).

TheEstatesuggestshefact Shlosshasnotreleasederwebsiteto the public
somehow demonstrates the lack of an actual controvesay MTD at 10. It does notSee
Cardtoons, 95 F.3dat 966 (finding actualcontroverg wherecardsin issuehadnot been
released)see also Sierra, 363 F.3d at 1378-79 (plaintiff neadt releaseaccusegroductonto

the market to create actual controversy; oncrete stepsOor Gneaningful preparationOwill
16
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suffice). Indeed, the only reas8hloss has not released herWebsiteto the publicis becausef
the Estate@ threats.

The Estate likewise tries to seize upon the fact Shloss chose to revise the Website
in 2006 D after this lawsuit wasetl Band filed an Amended Complaint reflecting that revision.
See MTD at12-13. Basedonthatrevision, the Estateassertshewebsite was incompl ete at the
time the original complaint wasfiled. See id. That is sinply a non sequitur. The website was
ready to be released in March 2005 and upon filindgpisflawsuit. It is likewise ready to be
released now. The fact it hasdergone@nerevisiondoesnot changehefactthatit was band
is Breadyto bereleasedmmediately.

Thisis nota casewherethe potentiallyinfringing productis unfinished,andit
remains to be seen what might be in issue and what might not be. See MTD at 13 (citingLang v.
Pacific Marine & Supply Co., Ltd., 895F.2d761,764 (Fed.Cir. 1990)). Unlike theshipthat
would not be complete for nine months in Lang, ShlossOsebsiteis conpletetodayandready
for release. See Olson Dec., Ex. B. Thatemal in issue here is contained in the Website
identifiedin the Amendel Conplaint. It is fixed andwill not changeabsenteawe to amend. See
ShlossDec.| 49. Accordingly,thedisputeis shap, concreteandsufficiently definiteto create
anactualcontroversy.Thereis nothing hypotheticalor contingentaboutit. See Cardtoons, 95

F.3d at 965-664rrowhead, 846 F.2d at 735.

B. The Estate’s Covenant Not To Sue Over Portions Of The
Website At Issue Does Not Moot This Controversy

Defendants contend that their covenantto@ueShlossin connectiorwith Othe
2005 version of [Website}@oots this controversySee MTD at11-12. It doesnot. The
dispute before this Court is whether thetaite identified in Shloss@ Amended Complaint
infringesthe defendantsépyrights. Defendants@venantpreventgshemfrom suingoversome
b butnot all Dof the Lucia-related material containedn thatWebsite. Accordingly,thedispute
has been narrowed, but not alated. See Sierra, 363 F.3dat 1375(covenannotto sueasto
in-house use of power supply didt mootcontroversybecausdt did notcoverotherpotentially
infringing activity).
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The cases defendants rely on confirm tact. All of the covenant cases
defendants cite deal with caovants that covered the whole dispute between the partieee
Oakley, Inc. v. Bolle Am., Inc., 1992 U.S. Dist. LEXIS 9517, at *9 (C.D. Cal. Mar. 26, 1992)
(plaintiff covenanted not to sue defendant for infringetrof its traderark for any current or
past products)lrue Ctr. Gate Leasing, Inc. v. Sonoran Gate, L.L.C., 402F. Supp.2d 1093,
1096-97(D. Ariz. 2005)(defendantovenanted it Quill not sue True Center or its customers for
infringement . . . arisingout of any past or present acts or puctsOfenphasisadded). The
other cases defendants cite likewise dismiss the action only upon the elimination of the entire
controversy between the parties. See Gator.Com Corp. v. L.L. Bean, Inc., 398F.3d1125,1130-
31 (9th Cir. 2005)(dismissingafter plaintiff agreed to discontinu@! use of the accused
advertisement in exchange for arelease from a/l liability for past activities); Paramount Pictures
Corp. v. Replay TV, 298 F. Supp. 2d 921, 927 (C.D. Cal. 20@H4$mssingindividual DVR
owners@uit whencopyrightownersdroppedheir secondaryiability suitagainstDVR
manufacturers).

Defendants attept to respond to this pblemby suggestinghat ShlossOcannot
complain thatthe covenannotto suedoesnot coverO the reviseddhsite because it was not
Oready for publication by May 20055e» MTD at 12. Thus, defendaguggestt is somehow
improperfor Shlossto reviseherwebsiteafterfiling suit. Defendantgresenno authoritythat
would suggesthisis the case andcannotpointto any prejudicethat would result from revision
and amendment. On the contrary, the Website is fixed, the partiesknow exadly what isin issue
andthe Websiteis readyfor publicationnow, just asit wasin May 2005. (Pp.10-11,above.)

Defendants likewise repatttatOnaeasonablapprelensioncanexistCasto
material added after this suit wasfiled. See MTD at 12. Yet the EstateOs ten years of threats
concernedhe publicationof any Lucia-related materia or other Joyce family material it
controlled. (Pp.5-10,above.) Thos threats were not confined to theterial contained in the
original version of the Website. On the congramearly all of the Estate( threats were issued

beforethe creationanddisclosureof the Website in any form. (/d.)
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C. There Is No Proper Ground For The Court To Exercise
Discretion Not To Hear This Case

Defendantsalsosuggesthe Courtshoutl exercise its discretion to decline
jurisdiction over thiscase. See MTD at 14. While district courtshave discretion to disss an
actual controversy if it Quill serve no useful purpose,OWilton v. Seven Falls Co., 515 U.S. 277,
288(1995),0[c]ourtsannotdeclineto entertainsuchanactionasa matter of whim or personal
disinclination.OPublic Affairs Assocs., Inc. v. Rickover, 369U.S.111,112(1962). Courtsthus
rely on a number of Owell-foundeghsonsO to disss a suit.GCapo, Inc. v. Doptics Med.
Prods., Inc., 387 F.3d 1352, 1355 (Fed. Cir. 2004). These include fshopping and wasted
judicial efforts. See EMC, 89 F.3d at 815 (holding disssal proper where concurrent
negotiationsuggestethe plaintiff was using the Act to garner aone favorable bargaining
position). Defendants present no such justification here.

Instead, defendants recycle their argotthatthe disputeis OhypotheticalO
because the Website is not finished and they have promsed not to sue as to part of 8ee MTD
at 14-15. But Bagain Bthe websiteis finished; it will not be revised absent leave to amend the
conplaint. (P. 17, above.) If the Court weredisimss this action based on the covenant that
immunizes Shloss fromsuit as to somb but notll Bof the Website in issue it would leave
Shloss on the horns of the sadilemma with wich she started. She can either proceed to
publish the Website at peril of liability for damages and other costs, or not publishit andstand
silenced.

Exercisng jurisdiction @er ths ca® seves the purpose of the Declaratory
Judgment Act by protecting Shloss from this Gn terrorem choice.O EMC, 89 F.3dat814-15
(citing Arrowhead Indus. Water, Inc. v. Ecolochem, Inc., 846 F.2d 731, 734-35 (Fed. Cir. 1988)).
She has chosen to file this suit Qo clear the airOandOsettléhe conflictObetween her and the
Estate. /d. Thisis consistentvith, notcontraryto, the purposes of the Declaratory Judgm

Act. Discretionary dismissal is therefore not appropriate.
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D. Plaintiff’s Copyright Misuse And Other Affirmative Defenses
Are Properly Before The Court

Defendantsuggesthat ShlossCOaffirmative defenses are not properly before the
Court. See MTD at 13-14(citing Calderon v. Ashmus, 523 U.S. 740, 747 (1998) (denying
inmates a determination on the State® ability to rely on a specificstatuteasa defenseo future
federal habeas corpus petitions)). This isphmvrong. Adjudicationof affirmative defensess
properin adeclaratoy judgment action. See, e.g., Practice Mgmt. Info. Corp. v. Am. Med. Ass'n,
121F.3d516,520(9th Cir.1997)(declaratoy relief plaintiff permttedto assercopyrightmisuse
defense); Intel Corp. v. Commonwealth Scientific & Indus. Research Org. 455 F.3d 1364, 1368
(Fed. Cir. 2006) (adjudicating daratoryjudgmentplaintiffOsffir mative defenses of patent
misuse, equitable estoppel, and laches); Open Source Yoga Unity v. Choudhury, 2005 WL
756558, *8 (N.D. Cal. 2005) (allowingppyrightmisuseto be pleadedasan affirmative defense
in a declaratory judgent action).

Defendantsisosuggesthat ShlossOsopyrightmisusecauseof actionis
Omproper on its faceObecause Qopyright misuse has only been applied when a copyright
owner commits antitrust violationsOor creates unduly restrictive licensing agreements. See
MTD at13-14. Thatis alsowrong. Copyrightmisusecoversmore than anti-trust violations and
restrictivelicenses. It appliesto any useOviolativeof the public policy embodied in the grant of
a copyright.QPractice Mgmt., 121 F.3d at 52(citing Lasercomb Am., Inc. v. Reynolds, 911
F.2d 970, 978 (4th Cir. 1990)e also In re Napster, Inc. Copyright Litig., 191 F. Supp. 2d
1087, 1103 (N.D. Cal. 2002) (O[The] test is whejtiher copyright owner]Qsse of his or her
copyright violates the public policy embodiedin® grant of a copyright, not whether the use is
anti-competitive.. Thus, any attempt to extend copyrigh protectionbeyondits apgopriate
scopes recognizedasmisuse. See Assessment Techs. of WI, LLC v. WIREdata, Inc., 350 F.3d
640,642 (7th Cir. 2003)(notingattemptdo contol uncopyrighted material amount to misuse);
Lasercomb, 911F.2dat 978 (finding manufacturercomnitted copyright misuse where alicense
asserted control over the idea, not just the expression); see generally Richard A. Posner and
William F. Petry, Fair Use And Statutory Reform In The Wake Of Eldred, 92 Cal. L. Rev. 1639,

20

PLAINTIFFG OPPOSITION TO DEFENDANTSOMOTION TO DISMISS FOR LACK OF SUBJECT MATTER
JURISDICTION AND MOTION TO STRIKE



© 00 ~N oo o B~ w N P

N RN N N N N N N DN R P R R R R R R R
0w ~N o O~ W N kP O O 0 N O 0N~ W N kP o

1658-59 (2004) (exaggeratirgpyrights to deny Fair Use righissOserioutormOof copyright
misuse).

Here,the Estatels attenpting to contrd what scholars and academics say about
LuciaJoyceandherrelationshipwith herfather,and it openly admits it is asserting its copyrights
in order to (orotect the much abused and invaded privacy of the Joyce faitg.O0 MTD at 5. But
the Oprotection of privacy is refunction of the copyright law.®ond v. Blum, 317 F.3d 385,
395 (4th Cir. 2003)See Rosemont Enters., Inc. v. Random House, Inc. 366 F.2d 303, 311 (2d
Cir. 1966) (Lunbard, J., concurring) (Olt hasyeebeenthe purposeof the copyrightlawsto
restrict the dissemation of infomation aboupersons in the publieye even though those
concerned may not welcome the resulting publicity.Q; New Era Publ’ns Int’l v. Henry Holt &
Co., 695F. Supp.1493,1504-05(S.D.N.Y.1988)aff"d, 873 F.2d 576 (2d Cir. 1988t is
universallyrecognized . . thatthe protectionof privacyis notthe functionof our copyrightlaw.
.. . An individual who seeks to protect the privatyhe content of private lettersagndo so by
bringing suitundertheright of privacy.0). The EstateOs usiésafopyright to protect privacy
interestdoesnot conport with the purposeandpalicy of copyright, and is therefore aisase of
the EstateQsopyrights.

But the Estate has not stojgidbere. In additionto exercising control over
material it may own copyrightsin, it has attempt to exert control over material in which it plainly
has no copyrights at all. Thus, for exae) the Estatepurportedo forbid the useof medical
records in which the Estate cannot claim owner$ip or any valid copyright Feist Publ 'ns, Inc. v.
Rural Tel. Serv. Co., 499U.S.340,347-48(1991)(holding facts unprotectable)ssessment
Techs., 350 F.3d at 647 (noting that atggimto contol uncopyrightable fets and prevent fair

useanountto copyrightmisuse).

E. There Is No Proper Ground On Which To Strike Any Of
Plaintiff’s Allegations

Defendantsuggesthe Courtshouldstrike portions of ShlossOs Andel
Complaint because they are immaterial, impertinent, or scandalous. See MTD at 15-19; Fed. R.

Civ. P.12(f). Onthecontrary,the portionsarepertinentDif notcentralbto ShlossOslaims.
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In ruling on amotion to strike, the court must view the pleadings in the lightast
favorableto thenon-noving party. See State of California v. United States, 512 F. Supp. 36, 39
(N.D. Cal.1981). Rule 12(f) motions Oaregyenerallynot grantedunlessit is clear that the matter
to be stricken could have no possible bearing on the subject matter of the litigation.O LeDuc v.
Kentucky Centr. Life Ins. Co., 814F. Supp.820,830(N.D. Cd. 1992);see also Bureerong v.
Uvawas, 922 F. Supp. 1450, 1478 (C.D. Cal.1996) (Rulg) Xnotions are generally disfavored
becauseheyareoftenusedasdelayingtacics, and because of the limited importance of
pleadings in federal practice.Q (internal quotes and citations omitted); State of California, 512 F.
Supp. at 38 (Rule 12(f) momsaredisfavored).

While Courtsmay strike claims for legd insufficiency,thatis only appropriate
where the claim fails as matter of law. Fantasy, Inc. v. Fogerty, 984 F.2d 1524, 1527-29 (9th
Cir. 1993),rev’d on other grounds, 510U.S.517(1994)(upholding order striking claim under
resjudicata): Bianchi v. State Farm Fire & Cas. Co., 120F. Supp.2d 837,841-42(N.D. Cal.
2000) (striking claimas preemted by federal law)Xilinx, Inc. v. Altera Corp., No. C 93-20709,
1994WL 782236.,at*4 (N.D. Cal.Feb. 8,1994)(striking whennolink existsbetweerthe
allegations and the claim); State of California, 512 F. Supp. at 41 (striking defense against a
sovereign).

The Estate does notaat this standaras to any of the dlegations it attacks.

1. The Validity Of The U.S. Copyright In Ulysses Is
Relevant To This Action Because Material From
Ulysses Appears On The Website

DefendantsuggesthatShlossCallegationthatthe 1922 Parisedition of Ulysses
is out of copyright and in the public daim in the United States is not geame to this action.
See MTD at 18. The fact is that Slds quotes from the 1922 Paris editiorUdfsses on the
Website. [fUlysses is in the U.S. public domin, Shloss carotinfringe the Estate Qsopyright
by quoting fromit. Accordingly the validity of the copyrights in this work has a direct
relationshipto ShlossQslaims. See Hal Roach, 896 F.2dat 1553 (reversingorderstriking
plaintiffOs affirmative defense afopyrightinvalidity whereOthevalidity of the copyrightsjwas]

material to the outcome of the declaratory relief actionO).
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Defendantalsosuggesthatthe Courtshouldstrike allegationson thisissue
becaus&hlosshasnot allegedsufficientfactsor because resolution of thisissue might be
complicated. See MTD at 16-17. Bit Shloss has allegedanme than sufficient facts to give the
Estate proper notice of its claini\s to conplexity, courts are the place where complicated legal
disputes get resolved. Whether Ulysses hasin factfalleninto the public domain is to be
determined based on the place and date of publication. See 17 U.S.C. & 304 (2006); 17 U.S.C.
oo 1 et seq. (1909Act). Sincethe Defendants cannot show th&fysses cannotpossiblyhave
fallen into the public domain as a matter of law, their Motion to Strike must fail. See California
Dep't. of Toxic Substances Control v. Alco Pac., Inc., 217 F. Supp. 2d 1028, 1032 (C.D. Cal.
2002) (Gnoving party must demonstrate that there are no questions of fact . . . and that under no

set of circunstances could the defense suca@ed.

2. Facts Concerning Copyright Misuse Against Other
Parties Are Relevant Because They Would Render
Copyrights Unenforceable Against Shloss

Returningto copyrightmisuse defendats contend that $tssOs allegations
concerningcopyrightmisuseby the Estateagainsitherpartiesareirrelevant. See MTD at 17-
19. That is simply wrong. Shloss need not haveena party,or indeedevenbeenharmed, by
the EstateOsnisuse in order to assert a copyright misusedefensebecausenisuserendersa
copyright unenforceable against everyone until the misuse is cured. See Lasercomb, 911 F.2d at
979; Morton Salt Co. v. G.S. Suppiger Co., 314 U.S. 488, 493 (1942) (CEquity may rightly
withhold its assistance from [a misuse] of the patent by declining to entertain a suit for
infringement, and should do so kgast until it is nadeto appear that thienproper practice has
been abandoned and that the consequences mishee of the patent have been dissipated.O),
overruled on other grounds by Illinois Tool Works Inc. v. Indep. Ink, Inc., 126 S. Ct. 1281

(2006). Thus,the EstateOsonducttowardsothas is highly relevant to this defense.

3. Allegations Regarding Destruction Of Papers Are
Conceded To Be True, And Relevant To Shloss’s
Apprehension Of Suit

Defendants ask the Court to strikd@isOallegationsconcerningStephen
JoyceOs destruction of papers relatirgitia Joyceon the groundthoseallegationsare
23
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scandalousindJoyceis not a party to this caseSee MTD at 18-19. But Joyce is aUstee of

the Estate (which is a party to this case), tiedourceof nearlyevely threatof suit Shloss
suffered. In addition, ShlossOseXmded Corplaint dleges he acted as an agent of the Estate.
His destration of LuciaOs papers bears on Sf@pprehension of suit because it demonstrates
the lengths to which Joyce will go to thwart perceived invasions of privacy. In any event, Joyce
hasbraggedaboutthis supposedlyOscandalous©nductat aninternational syrposium and in an
interview with The New York Times. See ShlossDec.,Ex. A. His public acknowledgerantof

this destruction belies any claim that such allegations are Ounduly prejudicialO to. hieDuc,

814 F. Supp. at 830.

While some overlap existsin the facts alleged, thikewise does not create undue
preudice. Wailua Assocs. v. Aetna Cas. & Sur. Co., 183 F.R.D. 550, 555 (D. Haw. 1998)
(decliningto strike paragraphsssertinghe sane allegationin slightly differentlanguagesince
such repetition did not result prejudiceto thedefendant).

TheDefendantdail to showthatanyclaims or allegations should be stricken as
legally insuficient or for containing redundamtymaterial,impertinentandscandalousnatter.
The standards for Rule 12(f)ationsarehigh, andhavenotbeenmet here.

F. There Is No Basis For An Award Of Attorneys’ Fees Or Costs

The Copyright Act allows the Cotd award costs, including reasonable
attarneys@ees,to a prevailing partywho succeedsn promoting the purposes of the Copyright
Act. See Fogerty v. Fantasy, Inc., 510 U.S. 517, 534 n.19 (1994). Defendants suggest they are
entitledto suchanawardon this basis. See MTD at 19-20. Theyarenot.

First, defendanthiavenot prevailedin anysense.Onthecontrary,theyhave
accomplished nothing except to forever give up their right to sue on a substantial portion of
Lucia-related raterials in issue, and cannot alst dismssal (much less declare any plausible
victory) on that basis. Send,evenif defendantgouldobtan dismissalof this actionby
operationof their partial covenantot to sue, that dismissal would not entitlethemto fees. See,

e.g., Keene Corp. v. Cass, 908 F.2d 293, 298 facir. 1990) (reversing award of attorneysO fees;
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“[w]here a complaint has been dismissed for lack of subject matter jurisdiction, the [d]efendant
has not prevailed over the plaintiff” for purposes of awarding attorneys’ fees).

Third, and in any event, it is Shloss’s claims that have promoted the purposes of
the Copyright Act, not the Estate’s. Shloss risks personal liability in the name of academic
freedom, seeking to vindicate her rights to use certain copyrighted works in scholarly,
biographical writings. She has already forced the Estate to back down from its threats as to a
substantial portion of the material in issue. Academics, writers, and artists should not be deterred
from bringing suits seeking vindication of their scholarly rights to Fair Use when faced with
threats from copyright holders. An award of costs or fees to the Estate would frustrate, not
further, the purposes of the Copyright Act. See Fogerty, 510 U.S. at 524, 527 (“The primary
objective of the Copyright Act is to encourage the production of original literary, artistic, and
musical expression for the good of the public” and “[t]o that end, [litigants] who seek to advance
a variety of meritorious copyright defenses should be encouraged to litigate them. . . .”).

IV.  CONCLUSION

The Court should deny defendants’ motion to dismiss and motion to strike.

DATED: December 15,2006

STANFORD LAW SCHOOL
CENTER FOR INTERNET AND SOCIETY

By: /S/
Anthony T. Falzone
Attorneys for Plaintiff
CAROL LOEB SHLOSS
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